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Introduction
The International Chamber of Commerce (ICC) is pleased to present the following comments on the Draft Amendment to the Chinese Trademark Law
dated October 31, 2007. The current draft Amendment is of great interest to ICC and its member companies.

ICC is encouraged by the efforts of the Chinese Government in revising China’s Trademark Law and appreciates the opportunity to share its thoughts
and suggestions on the draft Amendment. The draft Amendment, when implemented, will improve the Trademark Law in many ways and bring the
statute a significant step closer to internationally accepted standards. The revisions will help not only to protect the intellectual property rights of
businesses and the interests of consumers, but also to facilitate international business transactions and the development of China’s economy. In
particular, ICC is pleased with the proposed amendments to the definition of a registered trademark, the application procedure for multiple class filings,
and the higher statutory damages cap.

At the same time, there remain concerns and questions with some of the proposed changes made in the draft Amendment. ICC has provided below
detailed comments on a number of articles with which it has concerns and hopes to receive further clarification. In particular, it feels that several
provisions (e.g. Articles 3, 82, 87, 92, and 96) could be revised to clarify and enhance the Law’s protection of unregistered, well-known trademarks. It
also believes that the resolution of trademark disputes under the Law would be made more efficient by providing a greater role for administrative
proceedings at the agency level so that not all complaints would need to enter the court system for adjudication.

ICC hopes that these comments will assist the Chinese Government as it continues its work toward finalizing the Amendment to the Trademark Law.

International Chamber of Commerce

38, Cours Albert ler, 75008 Paris, France
Telephone +33 149 53 28 28 Fax +33 1 49 53 28 59
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i ooodoo ooog
[Existing text of Draft Amendment to the Explanation of the ICC Comments
the] Trademark Trademark Law (30 Amendment
Law August 2007)
ooogg oo oo
Chapter | General Chapter | General Provisions
Provisions
i Qoooooo]
Article 1 Article 1 [Purpose of
enactment [of this law]]

OoOoooodond OoOoOoOoooooon Oooooooooooooq | The phrase “quality of goods and services™ is
00000000000 | 000000000000 | 000000000000*0000 Z;ﬁi:hggﬁzﬁf;Zi;;i‘;p;ailfafﬂsOf
Oooooooooooon | boooooooooodo | Oorgo«-ooor-ooo«s-oooodr goods and services is not a goal that falls
JhoooooOO000 | dO0ocoooopoooOoddn | oo 0OO0"000000MO0004d| within the proper scope of trademark law,
O0000000000 | 0000000000000 | 000ooooooooogon | Which is more concerned with the “origin and

authenticity” of the goods and services.
OOOooooOoOodO | booOooooodao The phrase “strengthen the
oooooodOoodan This Law is formulated in administration of trademarks” has been

This Law is formulated
in order to strengthen th
administration of
trademarks, protec

exclusive rights to us

order to protect trademark right
estrengthen the administration
trademarks, encourage produc
tand business operators to ens

splaced after “to protect trademark right
pfo highlight [that] the purpose of this La
efis] to protect rights and interests.
ure The phrase “exclusive rights to u

Sn

ethe quality of goods and servic

efrademarks” is changed to "trademd
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trademarks, encourag
producers and busine

operators to ensure th

end uphold the credibility ¢
ssrademarks, thereby safeguardi

ighe interests of consumer

f rights”, because in comparison

ngexclusive rights to use trademarks”, t
sconcept of "trademark rights" is mo

he
re

quality of goods and producers and business operatoagcurate and conveys more breadth| of
services and uphold theand promoting the developmenmeaning, and in addition is consistent
credibility of trademarks| of the socialist market economy, with the expressions “patent rights” and
thereby safeguarding the “copyright [rights].”
interests of consumers,
producers and business
operators and promoting
the development of the
socialist market economy
ooooood Qoooooo]
Article 3, Sections 1 and Article 3 [Subjects  of
4 [trademark] rights]
oooooood Oooooooodog OO0oooooodooodg | The expression “rademark rights” does not
0OO000000000 | 0000000000000 | 00000000000 000000000 zigizvffga}f;T:;‘Tg;grigfﬁzie;;red
Uoooooooooon | tooooooodao noopobnonoooooonouoU | on or in relation to the goods or services.
ooooooooodn O0O00O0000000 | OO0«0000,0000000000d | Without this the scope of the protection is
ooooooooOodo | Joooooooooodg | oooroga uncertain.
oodno Oooodo The first paragraph of the original texi, . prior rights issue is a real concern as it is
OooOooooond OO000000000 | is retained. As the concept and relatetht clear whether this relates to “signs” which
00000000000 000000000000 | contents of collective marks, certificatipiave been used unregistered and continue to
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ooooooogdn
ooogn

“Registered
trademarks” mean

trademarks approved fq
by the

Office
including trademarks fo

registration
Trademark
marks

goods, service

collective  marks an(

certification marks
Trademark registrant
enjoy trademark rights an
receive protection unde
law.
Special
concerning the registratio
administration

and 0

collective  marks  an(
certification marks shall b
provided for in regulation
to be formulated by th
the Stat

agency of

matters

Uooomodoodn
i
“Registered trademarkg

smean trademarks that have be
rapproved for registration by th
» Trademark Office.  Trademar
registrants enjoy trademark righ
rand receive protection under th
5,Law.
1 Trademark users shall ha

an interest in unregisterg
strademarks by virtue of the
dgood faith prior use [of th
rrunregistered  trademark], af
shall be protected by this Law.

For the purpose of this Lav

n‘trademark” shall include

ftrademarks for goods, servi

d marks, and shall also inclua

ecollective  marks, certificatiol
s marks, geographical indicator
eand special marks.

e

marks, geographical indicators a

"subsequent dedicated chapters,
regentence “Special matters concerning
eegistration and administration
kcollective marks and certification mar
tshall be provided for in regulations to
liformulated by the agency of the Stq
Council for the administration of indust
vand commerce” from the original text h
doeen deleted.

r

D

nd

\
ce
le
|
S

special markings are dealt with in detail in

hBe used, or whether this relates to marks
.which become registered based on prior

usage.
the

tAde “sign” may have been validly used for
3fsxample in the manufacture of goods for
export but there may be no “goodwill”
k%stablis]ned in any trade; that is to say the
Pesign” may not have become distinctive of the

hteiser.”

yPerhaps consider the common law usage:
AShothing in this law shall restrict or diminish
any rights which have, prior to the date of
application, been acquired by a third party
either as a result of prior use or by virtue of a
previous registration.” (NB: The date of
application and registration becomes an
important issue here).

If there is no local jurisprudence on whether
Chinese law recognizes unregistered rights,
then the new law will need to establish the
scope of such rights, how they are obtained
and whether there is a difference between the
rights available to unregistered signs and
those to the owners of registered marks.
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Council for the
administration of industry
and commerce.
i Qooooani
Article 4 Article 4 [Holders of
[trademark] rights]
OO0O0Oooood minininininininininln OOoooog The refrain in this section of exclusive right to
O0O000000000| 0000000000000 | 0000000000000 | W3¢ should relate to the goods Hor which the
marks are registered (or applied for)” not the
poootooooun | pooooooooooid | doouoioododoiioin | goods manufactured. This may be a
O0O0O0000O000O00 | JoooOooO0oOoodo | DooOoOoOoOoO0OoOoOoOdOdOOdd | translation issue but the use of the word or
OO0O0O00000000 | ooooooO ninininlnlninininlnlninininlnlnn creates difficulties. This deals with the issue of
intention to use but may require clear
boobdo bbhbbbbbbooo ) gudgooooooooooon provision to be made for revocation of marks
OooOoodoon | goooooooooood | oooaogd which are not used etc.
dodoooooono | ooooooooooodd The original text has been retained .
00O00000000 | 000000000 The formulation of the wording™ 1¢ translation accurately reflects the
_ _ intention, then any prior use in the territory
oobooooooooo oo | already includes [the idea] that theould establish monopoly rights by use,
ooooooo oooooooooao applicant should have the ability pprovided that use is not in bad faith.
gooodood Natural persons, legalqualification to [actually] use the
o ] If a2 manufacturer who applies a mark to
OOO0O0O00O0000 | persons and other organizatignsademark. Therefore, regarding thgoodS for export has done so in good faith,
] that need to obtain trademarkjuestion of [placing] restrictions on |ahe brand owner who has no place of
Natural persons, legalrights for goods which theynatural person’s applications to registdfusiness in the territory gets no good will and
- could therefore be excluded. This may not be
persons, and otherproduce, manufacture, processtademarks, restrictions and standards|cal ,
what the words intend.
organizations that need taselect or distribute should applye provided in the course of actyal
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obtain an exclusive right t
use a trademark for goo(
which

they  produce

manufacture, proces
select or distribute shoul
apply to the Trademar
Office for registration of &
trademark for goods.
Natural persons, lega
othe

organizations that need

persons and

obtain an exclusive right t
use a trademark for th

services they provid
should apply to the
Trademark Office  for

registration of a servic
mark.

The provisions of thig
Law relating to trademark
shall

for goods

applicable to  servicg

marks.

be

oto the Trademark Office fo
Igegistration of a trademark fg
, goods.

5, Natural

persons, lega

dpersons, and other organizatig
1 rights  for the services the
provide should apply to th
aITrademark Office for registratio
rof a service mark.

1o The provisions of this Lav

orelating to trademarks for gooc

e marks.

D

D

D

eshall be applicable to servig¢

roperation by way of

nsse [the trademark].

kthat need to obtain trademark

Yy

>

s
e

requiring th

prsubmission of certification materials su
as the applicant’s proof of qualification
alproof of ability or proof of intention tq
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ood OOoOgooOgn
Article 5 Article 5 [Joint ownership]

o o o o o e Oooooooodod ODoooomooooooodg | The rights of joint owners in trademarks to
0000000000 | 0000000000000 DDDDDDDDDDDDDDDDD:gxﬁﬁzgiggﬁﬁiggﬁ
pooooooodd (oboooboboooid | O0o0dodododobonond | consideration should be given to clarifying
OO0000O0CO0O00 | oooOooood OoOoOodn this provision
OOooOooood Two or more natural persons, The original text is retained. As

Two or more natural legal persons or othermatters [iterally “content”] such as the

persons, legal persons
other organizations ma
apply the
Trademark tq

to

Office
the

and

jointly

register sam
trademark jointly
enjoy and exercise th

oorganizations may jointly appl
yto the Trademark Office t
register the same trademark a
jointly enjoy and exercise th
etrademark rights in question.

yconcept of joint ownership and tk
phandling of joint property has beg
nclarified in the Property Law, [issué
erelated to] the joint ownership of
trademark may be referred [to the relev
the
Detailed provisions are therefore 1

provisions of Property Law

ne
2N

S

a

ant

ot

exclusive right to use the attempted here.
said trademark.
oood OOO[oooo
Article 8 Article 6 [The concept of
trademarks]

OO0OoOoooood OOO0O0O0Ooooooon 000000000000000 | The broad definition of a (registered)
OO00O0000000 | 0000000000000 DDDDDDDDDDDDDDDDD;ﬁiﬁiﬁiﬁgﬁﬁg%ﬂﬁﬁ%e
O0O00000000 | 0000000000000 | O0000000oo0oooooo
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0000000000 | ooooooo 00000*000° 00000000 | EU concept (Art. 4 of the Community
OooO0O0Oooo0od| O0o0000000oood | oooooooooooooooon | rademark Regulation requires for the
(registered) CTM that the sign should be
00000000000 | 00000000000 | 00000000000000000 | capable of being represented graphically) and
00000000000 | 00000000000000 00000000000000000 | e.g. the German concept (only for registered

Oooooooooo “Trademark (brand)’ means0 000 000000000000 | trademarks do signs have to be graphically
representable). The broad concept shifts the

Any visually | marks that are capable pfl1C10] problem to the question of how, in the
perceptible signs, distinguishing the goods or As single colors, sounds, smells |Olrademark Register, non-conventional
including words, figures, services of one natural persdrgctive trademarks, including sensgriyademarks are shown.
letters, numbersg, legal person or other organizatiptrademarks which may appear in the
three-dimensional  signsfrom the goods or services pfuture, can have a function of
and color combinations, asanother. distinguishing [products or services]
well as combinations gf  Trademarks may bewhen they are used, this amendment |has
the aforementionedcomposed of elements such |agmoved the term “visually perceptible”
elements, which  arewords, figures, letters, numeralsfrom the original text. The intention |s
capable of distinguishingthree-dimensional signs ando allow any future trademarks which
the goods of one naturakolors or any combination of theserve a function of distinguishing
person, legal person offoregoing elements. [products or services], and can pe
other organization from described, all to be the subject of |an
the goods of another may application for registration as |a
all be the subject of an trademark, in order to leave space for the
application for registration broadening of the protection of subject
as a trademark. things as trademarks. Agencies |in

charge of trademarks may, according| to




actual situations [in the future], decide
when to accept applications for t
foregoing-described tradema

registrations.

he
rk

ood OOoOoooOoOoOoon
Article 9 Article 7  [Principles for
application and use]

OOoOoOoOooood ninlninininlnininlnin OO000O0«0000O00" oo | Itis unclear what trademarks should be “easy

0000000000 | 0000000000 noooooooooooogogn | © distinguish” from. Article 6 deals with this
issue unless the intention is to clarify that it

OOoOoOoOoooddn OOoOoOoOooodOn OOoOoOoOn

O0000000| DOO0000000'00| A “Principle of Good Faith” ig [his introduces secondary criteria, namely

. ) ) ] “distinctive” and “distinguishable.” It is
O I A O O O added in the second paragraph. Thbjaggested that the second criterion is
oo Trademarks for which approvision can serve as a catch-allnnecessary and may dilute the first.
Trademarks for which application for registration isprovision, to prohibit other acts of

registration is applied made should have distinctivene
should have and be easy to distinguish.

distinctiveness and be easy  The application for
to distinguish, and may notregistration and use

conflict with prior lawful
rights obtained by an
third party.

The

q

registrant of

a has the right to mark [the san

trademarks should follow th
y principle of good faith.
The registrant of a tradema

sisnproper registration and uses that ot
specific provisions of this Law were n
able to include.

Df
e

rk
he

her
ot
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trademark has the right fowith

o

the phrase] "Registere

mark [the same with theTrademark” or the registration
phrase] "Registeredmark.
Trademark" or the

registration mark.

ood OOoOgooOgn
Article 7 Article 9 [Quality assurance]
nininininininin; ninlnininlnlnininlnin OoooooO The concept of quality and trade marks is

0000000000 | 0000000000000| oOoooooggoooooq | dificult Whatis perhaps intended is that the
user guarantees the authenticity of the goods

nooooooboon | booooooooddn | 00o0ooboodoononod | and services and their origin.

OO0O0O0O0O0O000 | oo ooooooooooooooogd

00000000000  Trademark users should bélO0OOO00O0O00000O0000 | This approach is consistent with the concept

) ] of deception that follows. The failure of
Trademark usersresponsible for the quality of thell 1O O OO

should be responsible forgoods on which their trademark|is

The original text of the provision is

the quality of the goods ognused. The agencies for theetained.

which their trademark i
used.
the

industry and commerce

The agencies f
administration o

all levels should, throug

their administration o

trademarks, stop acts that

deceive consumers.

5 administration of industry and

atrademarks, stop acts that decejvaafety  of

nconsumers.

Under current circumstances, und

f through their administration afexertion to strengthen the quality al

[Chinese]

obligation to ensure the quality
products that use a trademark and
responsibility for quality supervisior
arising under the Trademark Law, sho

products, tk

quality is likely to result from non-authentic
goods rather than holding to account the
trade mark owner for producing shoddy

j éoods or providing poor service.

pcommerce at all levels shouldwhich the government is making greafhe link between the quality of the labelled

ngoods and the responsibility of the trademark
HSISErs is in general welcome. However, from
the wording, it is not fully clear whether the
3];resporlsibility of the trademark users or the
th@demark holders (“on which their
,trademark is used”) is targeted. Moreover, the

Jl%xact notion of “quality of the (labelled)




be retained and kept, in order to refl
the law’s intention of upholding mark
order and the interests of consumers.

pgo0ds” is uncertain. A quality assurance
should possibly be dealt with outside the

" trademark provisions in the context of general
product liability.

U
—

ood oooodoo
Chapter Il Applications
for Trademark
Registration

oono oooodon
Chapter Il Applications for
Trademark Registration

OdO0O0O000O000400O
Article 19, Article 13 of
the Regulations

OOoOoo[oooo
Article 13
documentation)]

[Application

Ooooooond
ooooooooon
ooooooooon
OOooooono

In applying
registratior

for
trademark
[applicants] should fill in
and submit a form for th
class of goods and name
goods for the goods o
which the trademark wil

be used in accordance with

OoOooooOoooodao
oooboooOooOoooon
og

OoooooooOooon

aooooon

, ooooooooodao
oobooooooooOoooy
000000/ OO0O0O0O
ol /OO0 0O0OOOOOOO
nOOO0000b00o0ooony/4
aoooo

OoOooOoooooodan

OOoooooooooooodd
OooooooooooooOoon
OOoOooooooooodan
OOoooooooooooooOodn
OoooooooooooodOond
OOoOooooooooooooagdn
Oooooooodon

OOooooooooooOooog
OOooooooooooooOoon
Oooooooooooond

The original provisions of the La

[on this point] are very general and

It would be helpful to understand whether a
word submitted in Chinese characters will
protect the equivalent in Arabic or other
script (the transliteration issue).

Where the Chinese meaning is sought, should
one file the Chinese equivalent for which
protection is sought as part of the same
application, or are two separate applications
required?
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the prescribed JOOOOOOO simple. The basic requirements for
Classification of Goods OO0O0O0000000d | submissions of trademark registration
and Services. OooOoooodno applications are manifested in the

In applying for trademarkregulations. Considering that these
registration, [applicants] shouldrequirements are basic information that a
submit to the Trademark Officetrademark applicant should know, the
trademark applicationamendment therefore incorporated the
documentation, including: provisions of the regulations into the

(1) name and address of therovisions of the Law and listed them qut
applicant; in an effort to simplify and clarify thege

(2) specimen of the trademarktems, and enhance the transparency of

3) classification off the Law.
goods/services and name |of The documentation requirements for
goods/services for the trademarthe registration of color trademarks and
that is reported to be used, |ithree-dimensional trademarks can |be
accordance with the prescribedeflected in the detailed forms of
Classification of Goods andapplication papers, and the Law will not
Services. In cases where thattempt any provisions [as to thistdil].
name of the goods/services is not
listed in the Classification of
Goods and Services, [the
applicant] should attach an

explanation of the goods/services




in question [with the applicatio
materials submitted
registration].

(4) other materials require
under rules of the Tradema

Office to be filled in or reported.

Where a trademark is, or

contains, foreign words, [th
applicant] should explain the

meaning [in Chinese].

for

=}

o

rk

=

ooodond
Article 15
Regulations

of

the

ooogouoooon]
Article 15 [Requirements for
application papers]

ooogoooon
ooboooooooodoan
ooboooooooodoan
oooooooooooodn

Relevant documentatiof
such as an application fg
trademark registration, may K
submitted in written form or i
other forms prescribed by th

Trademark Office. If submitte

goooooooooooood
Oogoooooooooodn
Ooooooooooodooaon
O OooOorouooooooodn
nOOOooOoooooon
Dr gooooooooooooaod
e ]| OO0 O00ooiioooon
O MOoooooooodn
relate

dinformation [-technology]

e The developing trend is to use

An “electronic application” is also a “written
application,” otherwise the concept of
“written form” used will be in conflict with
other laws/regulations. For instance, Article 11
of the PRC Contract Law explicitly admits that
“written forms” include those in electronic
formats like telegram, facsimile, email, etc.
The Electronic Signature Law also recognizes
that an electronic format is a written form.
During the draft process of the Regulations

| on the Protection of the Right of
"Communication through Information

d




the
b

in written form,

documentation should

typewritten or printed.

procedures to launch a

ebusiness. Some countries have alre
online examination.
high rate of effectiveness and is wo
emulating. The objective of addin

“other methods” for submittin

applications [in this amendment] was

electronic business in the future.

The Trademark Office and th
Trademark Review and Adjudicatic
Board may also send documents to

through electronic mear

applicant
(Please refer to the provisions on the d
the

Provisions of the Amendment.)

of arrival in Supplementat

establish a basis for the pursuit |0

trademametwork (Internet Copyright Regulation),

any comments asked the drafter to specify

aw%ether a take-down notice in the form of an
implemented online application  anmail is a written notice as the Regulations
This has low costsequire. The drafters referred to the
rtﬁlectronic Signature Law and stated that an

email notice was definitely a notice in written
Yormat that would squarely satisfy the

J Regulations’ requirement, and hence deemed

t§ unnecessary to specify this in the

egulations themselves. Therefore, to avoid
conflicts between the same legal concepts
used by different laws, it is recommended not
go narrow the “written form” in this Law down
o only “typewritten or printed”.

the
1S

ate
Yy

OooO[oooo 0000 oooO
Article 20 [Single | Article 17 [Single registration
registration  for  one | for several classes]
class]

Ooooooog OOoooooooooo OO0O000000000o00dn | The change to multiple class filing is most
0000000000 | 0000000000000 | 0000000000o0oooon | Velcome from the perspective of
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international standards. The practical effects

oooooooooon | jooooodoooodd | oooooooogo,ooood .
0000000000 | O DO0D000CO0000000 | [0 e e e e ol e
mn When an applicant for JOLIO from filing until granting. A related question
If an applicant fon registration of a trademark The principle of single registrationin this context is whether retail services are
registration of a trademarkapplies to use the same trademafar one classification has been abandonggl;f:ftted according to the Nice
applies to register the samen goods of different in favor of single registration for several
trademark for use opnclassifications, [the applicanf]classifications. This is consistent with
goods of different may submit the application [inthe requirements of Singapore Treaty|on
classifications, he shouldrespect of all of the Trademark Law. The merit [of this
submit an application for classifications] in one position] is that it provides more
registration in accordangeapplication. convenience for the applicant when
with the Classification of applying for the registration, and relieves
Goods and Services. the trademark authorities from [an unduly
heavy] workload. Currently,
international registrations have adopted
the principle of single application for
several classifications.
ooodond ooogooon
Article 18 of the| Article 19 [Date of application]
Regulations

oooooOoodoodn

ooooooooooodoodn

aooboooOooooboon

Ooooooooooooonoon

The convention would be that the date of the
mark is the date of application if the mark




Omooooomooon
oooboooOooOooboon
oooboooOooOooboon
oooboooOooOooboon
oooboooOooOooboon
oooboooOooOooboon
Omoooooomoon
ooooooo

oooooOooOoodn
oooboooOooooboon
oooboooOooooboon
oooboooOooooboon
oooboooOooooboon
oooboooOooooboon
oooboooOooooboon
oooboooOooooboon
oooboooOooooboon
oobooooobooooono

oooooOoodoodn
oooboooooOooboon
ooobobomOoOoOoooon
ooooom

I o o O
oo

oooooooooooOdono
Qoooooooodoog

oooooodooooooan
I O
Ooooooooodooodoodao
0 30 OO0 eo OMOogo
0500

This Article elevates a provision
For t
“applicatio

the regulations into the Law.
purpose of this Article,
formalities are complete” means that f
application materials which the applica

proceeds to be registered.

There is a subsequent reference to the “slip
rule.” One may suggest that the
administration of the application procedure
and the opportunity to remedy any
administrative defects might be left to the
Trademark Office to regulate.

=)

he
Nt

submitted are complete, the content that

filled with  the
requirements of law, and the applicati

is in  complies
fees are paid.
the

supplementing

For provision concernin

the applicatig
documentation, the Trademark Offi
provides the with

applicant or

The date of an application fg

propportunity for such supplements.




registration of a trademark shz

be the date on which th
application documents a
received by the Tradema

Office.
formalities are complete and tt

Where the applicatio

application documents are fillg
in in accordance with the rule

and fees for application ¢
registration are  paid [
accordance with law, th
Trademark Office shall accept tk
application and notify  the
applicant. Where th

application formalities are ng
complete or the applicatio
documents are not filled in i
accordance with the rules, or t
fees for application of registratig
are not paid in accordance wi
law, the Trademark Office shg

not accept the application ar

all In accordance with Trademark La
dreaties, when supplementing applicat
adocuments, [the time Ilimit] shall b
kcalculated from the day on which t
nTrademark Office issues the notificatig
ndhe period for such supplements diffé
das

sapplicants, being 30 days for domeg

between domestic and forei

fapplicants and 60 days for forei
napplicants. (Article 5 of the Singapo
eTreaty)

ne

D

C

D

)t

> 5

he
n

th

shall notify the applicant an

W
on

ne

IS

gn
c

Jn
re




explain the reasons therefor.
Where the
formalities are basically comple

applicatio

or the application documen
basically meet the requiremen
but need to be supplemented to
made [completely] proper, th
Trademark Office shall notify th
applicant to provide

th
X

supplementation [of

application], requesting it

supplement portions

accordance with [the Trademark

Office’s] designation and delive
them back to the Tradema
Office within a specified perio
from the date on which th
notification is issued. Where th
supplement is made and deliver
back to the Trademark Offig
within the mandated time limi

the application date shall K

—

e
IS
IS,
be

JCIING))

3
)
0
N

r
rk

(‘DLJ_

retained; where no supplement




made by the expiration of the
time limit or the supplement fails
to comply with requirements, the
application shall be considered
abandoned, and the Trademark

—

Office should notify the applicarn
[accordingly].

The definite time limit
mentioned above means within
one month from the date an
which the Trademark Offic
issues the naotification (in respect

D

of a domestic applicant) [o

—_—

within two months [from the dat

1)

on which the Trademark Offic

[¢)

issues the notification] (in respect
of a foreign applicant).

o oooooooooon
New Addition Article 22 [Waiver [literally
“non-enjoyment”] of exclusive
rights]
OoOoooooooon OOoOoOoOoooOoooogoon | Consideration should be given to providing

aooboooOooooboon | ooobooboooaooooooon

the applicant with an examination period in
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Where a trademark for whic
registration is applied contair
any of the elements defined |
Article 27, Section 1 of this Lay
(Marks] lacking distinctivenes
may not be used as trademark
the applicant should declare
the application documentatia
that it waives lIjterally “does
non-enjoy”] the exclusive right t
that portion. If such declaratiq
is not made, the applicatid

should be refused.

Ooooooooooobooodn
Oooboooooooooommood
oo
Uoodooooogoodn
hOJOOOooooooooooog
<000 00O00oooodonn
oy  When a trademark is comprised o
vdistinctive and an indistinctive part th
stogether make up a whole, there m
sgxist circumstances where another per
imay properly use the indistinctive pa
nrherefore, this provision does not con
an exclusive right with respect to t
pindistinctive part (that is, [it requires
rnwaiver [iterally “abandonment”] of
rtrademark rights).
In practice, an examiner will giv
advance notification of refusal to tf
applicant and request him to provide
declaration that he waiveslit¢rally
“abandons”] the right of exclusivity i

relevant part. The examiner will ma

accordingly when such a declaration

which it could either argue against the
proposed disclaimer or enter it after a
reasonable review period.
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waiver [literally *“abandonment”] s

made.

Oood
Article 10

oooogoooooodn
dOOood]  Article 26
[Clause on prohibition of uses
as trademarks, absolute reason
for refusal]
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Article 26 does not include “bad faith pirate
mark” and marks violating Article 7
requirements of honesty and trustworthiness.
Adding such a category would allow TMO
examiners to reject such marks relatively early
in the process without the need for
opposition.

Item 17 quotes geographical indicators as an
absolute ground for refusal, but on condition
of confusion about the origin of the good. This
reflects Article 22.3 of TRIPS.

However, Article 23 of TRIPS provides
additional protection for wine and spirit

1 Note:

Because the term “cyber-squatting” is artepted way to describe an analogous practiceethe ‘squatting” is used to translate this term.
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geographical indicators. In particular Article
23.2 states that:

“The registration of a trade mark for win
which contains or consists of a geographi

indication identifying wines or for spirits whigh

contains or consists of a geographical indicat
identifying spirits shall be refused or invalidate
ex officio if a member’s legislation so permits,

PS
cal

on
d
or

at the request of an interested party, with respect

to such wines or spirits not having this origin
The key difference is that the protection given
in Article 23.2 is not dependant on confusion.
A similar provision will need to be inserted
into the Trademark Law to make it TRIPS
compliant.

>

This provision had originally bee
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ooooooogdn
ooogoodoodn
ooogoodd

The following signsg

~

may hot be wused &
trademarks:

(1) those that are th
same as or similar to th
State name, national fla
national emblem, military
flag or medals of the
People's Republic of Chin
and those that are the sal
as the specific names
places where central Sta
authorities are located (
the names or images
landmarks;

(2) those that are th
same as or similar to th
State name, national fla
emblem

national 0

military flag of a foreign

gooooooooodoao
ooog
Oooooodooon
gooooooooodoao
CHiNINEINE
Oooooodooon
e 101010
e Oooooooooon
JJHIEIEIEN
Oooooogoodoo
> O OOOoOoooooog
a oooooododon
mel L O0O0000ooodon
o 110100
te OOUOUOOOOOOOOO
OO0 000ooodon
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el 10]
, Oomodmodon
rooooooodn
The following signs may ng

in the general provisions and is mov
here. On the basis of retaining ft
th

following contents are revised and adg

original prescriptive provisions,

in accordance with law-enforceme
practices and a need to eliminate ident
or similar related examinations:

1. As there is a difference betwe
“racial discrimination” and
discrimination, a trademark prohibitiy
provision [against]
discrimination” has been added in Ite
(12);

2. The circumstance of "the same
or similar to the names of major sta
decisions or state policies of China"
added, in order to prohibit the registrati

of terms in the category of

as trademarks, which may have nega
social influence (Item 4);

3. Related th
t prohibition of registrations are added

contents for

“ethnic

"ethni¢

"Thre
Gorges Project” or "Harmonious Society"

ed

e
ed
nt
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country, unless agreed [
the government of the sa
country;

(3) those that are th
same as or similar to th
name, flag or emblem ¢
an inter-governmenta
international organization
unless with the agreeme
of the said organization ¢
unless doing so would ng

be likely to confuse thg

public;
(4) those that are th
same as or similar ft

official signs or inspectior
marks indicating control g
warranty, except wher
authorized;

(5) those that are th
same as or similar to th
name or mark of the "Re
the "Reg

Cross" or

used

D\be

drademarks:

registered or
(1) those that are the same
eor similar to the State nam
enational flag, national emblen
fmilitary flag or medals of thg
|People’'s Republic of China at
,those that are the same as
nsigns of central State authoritie
rspecific names of places whe
bithey are located or the names
bimages of landmarks;
(2) those that are the same
similar to the names

eor q

ppolitical organizations or th
1 names of their leaders;
3 that th

enational sovereignty, dignity @

r those harm
image;

e (4) those that are the same
eor similar to the names of maj

dstate decisions or state policies

1 China;

athe trademark examination standards

items including the second, third, fift
aeventh, twelfth, and thirteenth items);
e, Item 11 is added to provide a leg
nbasis for the protection of marks ng
2 held by such governmental agencies

ngheople’s collectives as the Ministry

ti@ommerce and the All China Womer
sFederation (such as the "Ten Thousar
rdourney brand").
4. [The "Those th

or phrase]

ame of a deceptive nature" is ve
law enforceme

T
as lIte

fcommonly used in
epractice, so it is retained here.
word "and" is changed to "or",
e(13).

r 5.

provision prohibiting the registration

In the second paragraph, f{

asmames of administrative districts at
plabove the county level as trademarks
afeleted. By way of [the new] Item (12
th

concerning the examination of

SiX

al
W
and

'S
d’s

At

publicize in an exaggerated manner and

he
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Crescent"; (5) those that are the same|aggistration of place names as trademaJrks,
(6) those that are of jaor similar to the names of titlgsonly the registration as trademarks |of

racial discriminatory from  China’s party  and place names that may cause confusion as

nature; government agencies or militaryto the place of production is prohibited.

(7) those that publicize administrative positions or rank 6. Here a well-known trademark |is
in an exaggerated manngtitles; treated as one of the absolute reasons for
and are of a deceptije (6) those that are the samesfusal. The main reason for this is|to
nature; [or] as or similar to the State namémpose restrictions on the activity pof

(8) those that harmnational flag, national emblem or‘squatting ofi’ the registration of another
socialist morality  on military flag of a foreign country, person's well-known trademark, after
practices or that have otheunless agreed by the governmemelated reasons for examination are
adverse effects. of the said country; removed. In addition, this may provide a

Names of (7) those that are the same|degal basis for the Trademark Office |to
administrative districts dtor similar to the design, name pactively refuse such kind of maliciolis
or above the county levelsymbol of a legal currency of anyegistration activities for the protection pf
and commonly-known country; well-known trademarks.
names of foreign countrigs  (8) those that are the samelas 7. Iltem (18) is added to prohibit the
may hot be wused asor similar to the name, flag orregistration of another  person
trademarks, except whefeemblem of an inter-governmentageographical indicator as a trademark,
place names have othemternational organization, unles@nd to strengthen the protection |of
meanings or are an integralith the agreement of the saidjeographical indicators.
component of a collectiveorganization or unless doing $o

mark or certification mark would not be likely to confuse the
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Trademarks using plagepublic;
names that have already (9) those that are the same|as
been registered shallor similar to the name or mark of
remain valid. the "Red Cross" or the "Red
Crescent";

(10) those that are the same|as
or similar to official signs or
inspection  marks indicating
control or warranty, except where
authorized;

(112) those that are the same|as
or similar to signs which
represent lfterally “indicate”]
any national public groups or
which represent liferally
“indicate”] non-profit public
welfare enterprises;

(12) those that are likely t
lead the public to have

® O

misunderstanding of sugh
characteristics of the goods pr
services as qualityr origin;

(13) those that publicize in gn




exaggerated manner or that are
a deceptive nature;
(14) those that are of racial
or ethnic discriminatory nature;
(15) those that harm th
belief,
feelings, or folk beliefs;

religious religious
(16) those that infringe upo

interests in a well-know
trademark, unless agreed by
holder of the in th

well-known trademark;

interest

(17) those that are the same
or similar to a geographica
indicator [registered by] anothg
person which create confusion
to the origin of the goods bearir
such geographical indication; [0

(18) those that harm sociali
morality or practices or that ha
other adverse effects.

The

trademarks mentioned

list of well-known

in ite

of

=]

N
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(16) of the preceding paragraph

shall be determined by th
Trademark Office.

oo OOo0OO0O[oOoooom
New Addition Article 31 [Other prior rights]
OO0O0O0O0OooOoOoon OO000OO00O0OoooOogno
I o The T hould be abi y
0000000000000 | 00000000000000000 | RADB should be able to male a
etermination in disputes where they feel the
(o o o pUDoouodoaidioin | evidence submitted establishing the existence

If application for a trademar
infringes on another person
priority in right of name, right o
portrait, right of appellation
patent right, copyright or othe
[prior] right, registration will not

be obtained.

kOOOOooooooooodoo
10000 000000ooaog
Fooooooooooodon
O OO00ooooooodogd es
- I XS R
Ooooooooooooaod
This emphasizes that applications
consideration the interests of oth

holders of prior rights. Howeve
judicial agencies would first issue
effective judgment to confirm [the
decision on the issue of] wheth

something constites a prior right

of a right is sufficient. Under the current draft,
the petitioner must go to court to seek
confirmation of its rights. The proposed
provision has the potential to create a more
lengthy process for the petitioner, particularly
when there is an opportunity for TRAB to deal
with such concerns in the first instance.

to

register a trademark should take into full

er
14
AN
r
er




Because conflicts between trademark

rights and other prior rights is within the

ambit of civil disputes, [the question g
whether harm is constituted exceeds

agencies principally in charge pf

fl

the
scope of the field of specialization of the

trademarks, and after administrative

ruling there remains a possibility of
undergoing two reviews by judicial

authorities. Giving preeminence
judicial  procedures will enhang
efficiency.  Article 65, Section 3 g
China’s “Detailed Regulations for th
Implementation of the Patent Law” a
Article 23, Section 1, Item (17)
China’s “Taiwan Trademark Law” haV
similar stipulations.

nd

=

ooooooo sooad

OoOodad
Article 13, No. 5 Order
of General

Administration, Judicial
Interpretation

oooogoooododn
oo

Article 34 [Prohibiting others
from registering and using
well-known trademarks]
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If application is madg
to register a trademark i
respect of identical o
tha

constitutes a reproductio

similar goods,

an imitation, or 4

the
well-known trademark o

translation of

Oooooododon
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ooog

Oooooododon
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ooodond

Oooooooooon
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On the use and application |

D

register], in respect of the san
f kind or similar classification o

ooooooooooaooon
OoooboooooooooOoon
OoooboooooooooOoon
ooooooo
ooo-0oooOoOoOoO oo
aoooooooooboOosooon
OO"oobooO«obooodoon
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fo1

another person that has

ajoods, a trademark which

idegislative purpose under the origin

It is unclear if a likelihood of confusion must
be shown in all cases including the conditions
set out in paragraph 2. Ideally, this should not
be required in paragraph 2.

The new US law on dilution should also be
carefully considered, rather then relying only
on EU/German language (“unfair advantage”).
Intel is pursuing a case at the ECJ testing the
UK’s conservative approach. This angle is
worth researching.

This clause may be sufficient for consumer
goods or services provided to general public.
It will be difficult for a trademark owner of
industrial products or special services to make
a case for a well-known trade mark. The
definition of the term of “the public
concerned” seems too vague. Given the
provision in Article 26 (TMO will provide a list
for well-known trademarks), for niche players,
the only course might be to register such
marks with the authorities as a well-known
trademark.

ltem 1 and Item 2 retain the

al
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yet been registered i
China, and [registration] i
likely to result in
confusion, its registratio
will not be granted and it
use shall be prohibited.

If application is madg
to register a trademark i
respect of goods that a
not identical or similar
that

reproduction, an imitation

constitutes

or a translation of thg
well-known trademark o
another person that hq
already been registered
China, and [registration] i
the
general public, and woul

likely to mislead
possibly cause the interes
of the registrant of suc
well-known trademark tg
it

incur losses,

nidentical or similar to
person that has not yet be

nregistered, and [use
confusion, its registration will ng

» be granted and its use shall
nprohibited.

re  On the use and application |

register], a trademark whic

amight be identical or similar to

,well-known trademark that is th

asvhich may result in improper us
iror damage to the distinctivene
sor reputation of the well-know
trademark, its registration wi
dnot be granted and its use shall
tprohibited.
hexceptions

However
[may be grante
) where] there are proper reason:
A *“well-known trademark”

D

the provisions
swell-known trademark of anotherunregistered well-known trademarks

ofthe use of]
sregistration] is likely to result in trademarks on dissimilar goods.

2 subject of prior [use] by anothérscope, and also is easy to understan
f person or a principal part thereofapply in practice. (The following te

to protect [the use d

ethe same or similar goods, and to prot
registered well-know

t
ba translation"

2. Here "reproduction, an imitation
of another
well-known trademark is changed in
[0same or similar® to the well-know
htrademark of another person.
aexpression would contain "reproductid

ean imitation or a translation" within it

g@nvolves the same reasoning)
ss 3. Corresponding to the imposition
ncriminal investigation and penalties f
I counterfeiting trademarks, here "the sa
lgoods" is changed into "the same kind
goods".

2d 4. Second 2 adds a provision on

sissue  of the dilution of

well-known trademarks. “Dilution’

fflo register as a well-known mark, usually one

Ohas to submit an application after filing

e(():l[oposition to a mark. What about marks that

are not yet registered as well-known marks but

n

are 1

person's

to

This

n1

d or

—

of
or

me
of

the
registered

n reality well-known in the market?
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registration will not be
granted and its use shall

prohibited.

means a trademark which
bavidely known to the publi
concerned in China and enjoys
relatively high reputation.

“The

means

public  concerned

consumers who 4
relevant to a specified class
that

distinguished by the trademark

goods or services
question, or other operators th
have a close connection to t
marketing of the aforementione

arehe

isnainly refers to "improper use or damg
t to the distinctiveness or reputation of
well-known trademark”, and is quote
from the provisions on the issue

r&ection 5 of the "Regulations of tf
oEuropean Committee" and Article 14
"German Trademark Law", af
dtaw.

he 5. The concepts of Item 3 d

2dvell-known trademarks (which originatg

" dilution of a trademark in Article 8§,

irArticle 8 of the Singapore Trademark

ge

2d
of

ne
of
nd

goods or services. from No. 5 Order of the Genergl
Administration) and Section 4 on Public
Concerned (which originates from the
Judicial Interpretation) have been added.
ooog oooooooooon
Article 14 Article 35 [Factors for a
well-known trademark]
OOogooooono OoOoooOooooon Ooooooog Art 35 (5) — the given requirement is too broad
0000000 0ooo Dooooooooooooog | 29 Ysee
ooooooodo Ooooooiiooo | doouboooooooagodd
ooogoodgd ooodond Oooooogoodoodn
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The following factors

should be considered wherbe considered when recognizing
recognizing [a trademark[a trademark as] a well-known

as] a well-known| trademark:

trademark: (1) the degree of awareness| of

(1) the degree ofsuch trademark among the public
awareness of sughconcerned,
trademark among the (2) the period of continuous
public concerned; use of such trademark;

(2) the period of (3) the period of continuous
continuous use of sughuse], degree and geographical
trademark; scope of the publicity for such

(3) the period of trademark;

continuous [use], degre

Oooooodooon
i

Oooooodooon
oooooooooodoao
i

Oooooodooon
ooogoodd

Oooooodooon
i

The following factors shoul

e (4) the record of protection ¢

)

The original provisions have been
retained.

This Article’s setting up of the fivg
factors, which are based on actual |
enforcement practices, has
significance for the consideration
recognition of the degree of fame of
trademark. The amendment theref

makes no change [to this provision].

f

defini
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and geographical scope

oSuch trademark as a well-knov

VN

any publicity for such trademark; [and]
trademark; (5) other factors associated
(4) the record of with such trademark's being well
protection of such known.
trademark as a well-known
trademark; [and]
(5) other factorg
associated with  such
trademark's being well
known.
oooooooodd oooogoooooodn
Article 29, Article 30 OOooOoooOodni
Article 37  [Approval of
application, publication, and

the effective date of trademark

rights]
nininininininln minininininininininin OmOooooooooooon | Trademark registration certificates will no

DO0O00000000 | 0000000000000 | 0000000000000000n | 0°eer be issued automatically. The registrant
can only obtain a certificate upon separate

ooooooooooD | todomuoodoo | oooogd request. The law does not clarify how

UoOooooooooD | toooooooooodd OO000000000O00O00O0000 | enforcement authorities may verify a

O0000000000 | OO0O0O0O0O00000oO0 |{Ooooooooood Complainant’s trademark rights. It is critical
that this point is addressed in order to ensure

ooooooooooo | doooouoooOao Ooooooooodoodn e
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If two or more than
two applicants to register
apply
registration of the same ¢

trademark fo
similar trademarks for us
on the same or similg
classification of goods, th
the
application which is first

trademark for
filed shall be preliminarily
approved and gazetted.

applications are filed o
the th

same  day,

gooooooooodoao
i
Oooooodooon
gooooooooodoao
i
Where the Trademark Offic
believes, after examination, tha
trademark which is the subject
an application is not under any
[listed]

the circumstances i

abe published. If there is n
[ opposition at the expiration ¢
pifour months from the date of th
epublication of such trademar

oo

oooooooooooOoodn
Oogoodoooooooodn
Oooooooooooooogan

oooooooooogooan
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Al ooooooodooansd
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1. The of

n number

Article 36, such [decision] shallpublications is changed from twice,

ooriginally held, to once, and registrati

[requirec

ofis granted where no opposition is [

dorward.
kperiod from the legal procedures.

irthe  Trademark Office sh
the

» notify the applicant.

eapprove
If

ITrademark Office and request the

hissuance of such a certificate.

e The time at which th

registration andights has been changed from

approval date, as provided by the origi

may make application to thetrademark.

The above change may shorten
examination period to six months.

This shortens the registrati

[

certificate is needed the registraaw, to the date of publication of th

that trade mark owners are not burdened with
onerous beauracracy.

ICC suggests that registration should be
retroactive to the filing date and not the
gazettal date.

—_

2. The effective date of trademark

he
nal
e

the

3. The procedure for oppositions [to
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trademark that has beetrademark registration applicapapplications] is  retained. The
used first shall be obtains the trademark rights shatbpposition period is extended to ohe
preliminary approved andstart from the date on which thenonth, to give others full time to put
gazetted, and thetrademark is published. forward trademark oppositions. A
application(s) of the otheg

=

trademark which has been opposed
applicant(s) shall  bg

D

would remain an unregistered trademark.

rejected and shall not he 4. [The practice of] issuing
gazetted. Trademark Registration Certificates py

Any person may file an the Trademark Office is rescinded
opposition to a Registrants may [instead] view and
preliminarily approved download trademark registration
trademark within three information from the official website qf
months of the date af the authority principally in charge of
gazetting. If ng trademarks. Where a registratipn

174

opposition is filed before certificate is needed, the registrant may

the expiration of the request the Trademark Office to issue

D
o]

gazette period, approval of registration certificate.

¢

the registration shall b
granted, a trademark
registration certificate
shall be issued and [the
trademark] shall o

%

gazetted.
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Article 35 Article 38 [Time Ilimit for | OOOOOOOOOOO
examination of trademarks] There is strong opinion against the
unduly long time requirements for
trademark registrations, and the review
and adjudication of trademarks.
ooooooon minininininininininin OooooooooooooOn | The draft imposes a 12-month time limit for
OO0O00000000 | 0000000000000 | 0000000000 12 0ogog | e examination of trademark applications.
The draft does not specify consequences for
Do pnooooooo nooooooooooon failure to comply with the specified time limit.
Applications for oooooodooon In light of the provisions on time
trademark  registrations0 000000000000 | limits  for  international  trademarkFailure to complete examination of trade mark
] ] ) o applications within the stipulated time limit
and for trademark reviews[ O] registrations and examinations,  BIY,.i| mean that the application can proceed to

should be examined in
timely manner.

a Applications for trademar
registrations and for tradema
reviews should be examined
the Trademark Office and the
and

Trademark Review

Adjudication Board in a timely

manner.
Review and adjudication g
a trademark registratio

application should be finished 1

rlprovided
byapplications.

examination limit of 12 months has be

for trademark registratig
However, this does n
include applications for reexamination

a trademark registration.

> =

(0]

€publication without further delay.
n

ot

of

later than twelve months at t

ne




most after the date on which t
application is accepted.

ne

oo oooodond
Chapter IV Review and
Adjudication of Trademark
Registrations

OO
New Addition

oooogoooooodn
Qo]

Article 46
procedures for

[Simplified
review of
opposition cases]
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Even if the Board believes an unsuccessful
OPppositiom is not justified, the applicant

Where the  Trademarkd[
Review and Adjudication Board

Examinations on the basis




believes, after review, that th
opposition is not justified, it ma
directly make a ruling.
Where  the
Review and Adjudication Boar

Trademar

believes, after review, that th
opposition is justified on all o
part of the goods on whic
trademark opposed is assign
and used, it should forward tf
response notice and copies
application materials fo
relative

th

opposition and

evidentiary materials to
opponent and require that
respond within 30 days afte

receipt of the response notice.

gelevant reasons has been cancelled
ythe number of trademark opposition ca
is going to increase greatly. At leg
ktwo abuses could arise if the examinat
fi
ghe rights and interests in a large num

dperiod for these cases is too long:

rof trademarks that are the subject
hopposition would stand in an unstal
eposition, which would be detrimental
the
Second, in relation to ca

néhe protection of interests

dadpplicants.

edetriment to the protection of the intere
hef genuine holders of trademark righ
srand the curbing of improper competitig
In order to eliminate these abuses to
largest extent available, a provision |
been borrowed from the Japang
Trademark Law for the establishment
simplified procedures, which wou
benefit the prompt handling of oppositi

cases, and protect the interests of the

| sg@uld also be notified as it has a vital interest
L 1e% knowing who opposed its applications.

1St

on

St,

ber

of

Dle

I\ time limit for the simplified procedure
o$hould be imposed.

5€S

rarising from oppositions brought as|a
o result of “trademark squatting,” there ig a

sts

—t

S

the
1as
2Se

of
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parties (to the case).

oo ooood
oooooodoodgn
Chapter V Renewal,
Alteration, Assignment
and Cancellation of
Registered Trademark

oo oooogoodo
oooooog
Chapter V Renewal, Alteration,
Assignment and Cancellation
of Registered Trademarks

Oooooooadad
Article 25, Section 2 of
the Regulations

oooogoooooodn
oooooogoo

Article 65 [Assignment all at
once and judicial remedies in
respect of decisions of the
Trademark Office]

ooooooaoa
oooooOooodn
oooooOooodn
ooooooooOodn

When
registered trademarks, tf

assigning

trademark registrar

should assign, all at onc

aoooboOobooboon
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obooooooooooao
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aoooboOobooboon
 Ooooooooooon
e 1100000000000
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all of the trademarks tha
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are identical or similar to OOOOOOOO0O0O0 3 O | OOOOOOOOOOOOOOOCO
each other inrespect of the 11O O OO OO OOOO | DOOOOOOOOOOO

same or similar O O0O0OOO0O0O0O4 Ooooooooogooon
classification of goods ... Odoooooooooo | oooooooooooooaggg
ooooooooooood | oo
00 OO0000MOOMOOOOn| A more specific definition of “similar” is

needed.

The assignor should assignJOOCOO 200801 8 LI 1 LI
all at once, all of its trademarkJ OO OO OO0OOOOOOOOO
applications and its registered 1O OO OOOOO0OOOOOO
trademarks that are identical o 1O OO OOOOOOONOMN
similar to each other in respectiof  Here a provision of the regulations
the same or similar classificatioris elevated to a provision of the Law.
of goods. This draft has deleted the

With respect to assignmeptexamination for applications for similar
not all at once, or applications foior the same trademark. However, |to
assignment which may producensure that trademarks [perform their]
misleading, confusing or otherfunction of  differentiation, for
adverse effects, the Trademarissignment applications that may |be
Office shall not grant approval,misleading or confusing as to the abaove
and shall notify the assignors apissues, the Trademark Office may
the assignees and explain theonduct examination to protect the
reasons therefor; where thénterests of consumers.
assignors and the assignees |are The provision on assignment all [at




dissatisfied with the decision ¢

the Trademark Office not to gra
approval, the assignor and t

assignee may

administrative proceedings wit

the intermediate People’s Court

the place where the Trademg

Office is located, within 3 month
from the receipt of naotification.
Applications for

assignments  of  trademar
resulting from merger of busine
operator should be examined

the Trademark Office.

instituteafter an assignment, which may eas

pfonce is to prevent that same or sim

Head to confusion among consumers a
Where n

remain

ahe origin of the products.
the
sprovision has provided that the tradem

ressigned all at once,
right holder should bear responsibility f
confusion arising from his use, ev
kextending to cancellation of th
s$rademark.

by the

review of decisions made by

Section 2 clarifies judicia
th
Trademark Office on whether or not
approve the assignment on the basis
factors [related to] confusion.
Section 3 is added.

issuance of Antitrust

In view of tf
Law, and i
implementation on August 1, 2008, th
revised draft borrows the provision
Article 20 of such

restrictive clauses on assignments

law, and adc

ntrademarks of one trademark owner be
hewned by different trademark owne

lar

ing

rs

Bily

5 to

ot

ng

ark

okt is unclear whether the State Council will

ﬁfm SAIC the authority to enforce the
ti-Monopoly Law in this regard.

a)

C

e
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trademarks [addressing cases where]

will limit or influence fair competition.

the

misuse of trademark rights by an operator

ooooood ooooooooo
Article 26 of the| Article 67 [Transfers of
Regulations trademarks]
Oooooogn Oooooododon ooooooooooooOand
I O O
UooooooooooD | joooooooooodgd oooooooogoogd
dodoooooono | ooooooooooodd This elevates a provision of the
OO0000O000O00O | OOoobOood0OOodOddd | regulations into the Law. It also adds
OO00000O00000 | OO00000O0OdOddd | provisions on the transfer of registratipn
OO000000000 | ObobobobobobO0od0odOoOdd | applications and related procedures.
i ooboooooooodoan The reason for transfers all at orce
ooodoono | odo is the same as for assignments all at once.
oodoodoodn Oooooododon
ooooooooooD | joobooogoooodgd
ooooooooooo | tooooooooooggd
O0000000000 | OOoOoOoOooooo There is a need to specify clearly what are the
OOoOOoooododn Where an application tp ;f;?rii;gf}é i)tfhsgs?;ezzsé%gmem’ ©&
OO00O0000O000O00 | register a  trademark or |a
OOdOdOdgoOonn | registered trademark S
OOOOOOdOoodn | transferred for reasons other than
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OOooodo an assignment agreement, the

Where an exclusive party who accepts the transfer |of
right to use a registeredhe registration application or the
trademark is transferrgdregistered trademark shall, from
due to reasons other thathe date on which the said reagon
assignment, the party whaakes place, bear rights and
accepts the transfer of suclobligations of the relevant
registered trademarktrademark application or the
should go through theregistered trademark, and on the
formalities for a transfer gf basis of relevant evidentiary
exclusive rights to use [adocuments or legal instruments,
registered trademark withshould go through the formalities

\1%2

the Trademark Office onof the transfer with thg
the basis of relevantTrademark Office.
evidentiary documents or Where the rights to a
legal instruments. registered trademark are

Where the exclusivetransferred, the same or similar
rights to use a registeredrademark applications ar
trademark are transferredirademarks of the trademark
the same or similarrights holder on the same or
trademarks trademark ofsimilar goods should b
the exclusive user on thdransferred all at once.

same or similar goods
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should be transferred all at
once. Where it is nat
transferred all at once, the
Trademark Office will
notify it to rectify within a
certain time limit.  If itis
not rectified within certain
time limit, the application
for transfer of such

registered trademark sha
be deemed to Db

¢

abandoned, and the

=

Trademark Office shoul
notify the applicant in
writing.

OoOoooooooon OOO00g[oooon The meaning of the phrase “licensing and

Article 40, Section 1 and| Article 69 [Licensing and records thereof " is unclear.

Section 3 records [thereof]]

Oooooogn Oooooododon gooooooooooooo
ooooooodon | ooooooooogooa | oo
UoOooooooooD | toooooooooodd ooooooooooodn

ooboooooooo | oooobooboobooodo | ooooooooooooOoonn
oooooobobooo | gbooooobooooodd | oooooooooooO«oord
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A trademark registrar
by
trademark

A

may, signing 4
liceng
othe

h

trademar}

use
contract, license

persons to use
registered
The

supervise the quality of th

licensor  shoulg
goods in respect of whic
the h
registered trademarl
The
guarantee the quality ¢

licensee uses

licensee shoul

the goods in respect (

which  such registere

trademark is used.
The

trademark us

1

l supervise the quality of the goo

gooooooogoon
o

Oooooodooon
ooog

Oooooodooon
tJOOo0oooouodn
A trademark registrant ma
eby signing a trademark ug
rlicense contract, authorize oth
spersons to use his register
trademark. The licensor shou

ein respect of which the license
huses his registered tradema
isThe licensee should guarantee
quality of the goods in respect
dwhich such registered tradema
fis used.
f  The trademark use licens
dmay be th
Trademark Office for the record

submitted to

e Where the trademark us

Vl
sadoes not examine the substantive con

elicensing may be recorded.

oooooooooooOodgod
Oooouooooooooodn
oo

1. Trademark licensing activities g
no longer compulsorily required to be g
on record;

2. Because the Trademark Offi

eof licensing contracts, only the act
Licen
not

Idhgreements themselves will

dsegistered. "Agreement" is [therefor
raleleted here.

3. This the leg
thmplications of the act of putting [
That is, third parti

rkacting] in good faith will receive lega

augments
pficense] on record.
protection from the act of putting licens
sen the record.

e

b

re
ut

ce
tent

of
se
be
e]

al
a
es

l
el should be determined which party should
make the submission of the licence to the
Trademark Office: the licensee or the licensor?

license contract should K

dicense is not filed with thé

1%

vl
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submitted to the Trademark Office for record, fa

—

Trademark Office for the third party in good faith shall ng
record. be opposed.

ooogoooooodn]
Article 72 [Cancellation of
licensing records ]

oooooOoodoodn
aooboooOooooboon
aooboooOooooboon
og

oooooOooOoodn
aoooooooooao

If a trademark license is put
A definition of the phrase “a closely interested
person” is needed.

on record by way of fraud g

=

other improper means, a closely
interested person may apply [to
the Trademark Office to cancgl
the record.
] The article should clarify that use by an
Where the Trademark Office unrecorded licensee satisfies use

deems that acceptance for the requirements (i.e., a defense against
it cancellation for non-use in the prior three
years).

record should not be granted,
should cancel the filing based on




its official authority.

oo goooodd
Chapter VI Administration of
the Use of Trademarks

ooodooooon]
Article 74
pursuant to official authority]

[Cancellation

The provision and explanation appear not to
bear any relation to this title.

OoOoOooooodon
OooOooomoOodn
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Where
trademark is in violation of th

a registere

Oooooooooooodn
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For any trademark that has Ig
distinctiveness by way of improper use

dan industry and thereby loses its funct
cas a trademark, any person may req

provision of paragraph (1) d

which is subject to common use withi

fthe Trademark Review and Adjudicati




Article 48 (Cancellation) of this
Law, it shall fall within the scop
of an act of infringement o
another person's exclusive rig
If th
nature of the violation is seriou

to use a trademark.

a report [may be made] to t
Trademark Office requestin

cancellation of such registere

trademark.
In  situations where
registered trademark is

violation of the provisions 0
Paragraph (2), (3), and (4)
Article 48 (Cancellation),

Article 78 (Quality of goods), th
administrative

0
authorities  fg
industry and commerce at tf
place where the actor resid
shall order rectification, and m3
impose a fine of more than 1,0
yuan RMB and less than 50,0

yuan RMB. If the nature of th

etrademarks].  But the Trademark Offi
htrademarks that have been found to h
egiven rise to confusion in the market
shave lost distinctiveness for improp
reise, which are found by the log
the

administration.

aaluring process of tradema
The purpose for th
ais to reduce and prevent
that
fwelfare, and effectively facilitate th
the

rtrademarks to [enable consumers

registet

ntrademarks impede the pub

obringing out of function
pdistinguish [products one from anothg
rand to promote fair competition.
ne

es

ty
DO

5 Board to cancel the registration [of su

nretains the right to cancel register

gauthority for industry and commer¢

of

ave

or

er

al

e

rk

S

ed

lic

el'he cancellation on the basis of

party, not the government.
to]

fine of more than 1,000 yuan RMB and less
than 50,000 yuan RMB is a strong enough
deterrent.

distinctiveness should be initiated by a private

sifonsideration should be given to whether a




violation is serious, report [may

be made] to the Trademark Offi
requesting cancellation of su
registered trademark.

ce
th

OO
New Addition

ooogouoooon]
Article 80 [Administration for
processing of nominated

brands]
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“Processing of nominate
brand” means a [series d

actions in which a natural persq
othé

receive

a legal person, or

organizations
entrustment from a principa
wha

[literally “someone

produces [goods] to order”], an

produce goods that bear
registered trademark owned
another person. All of th

goods are delivered over to t
[principal] or to a third party
designated by the [principal], ar
the processor does not have 3
rights to dispose of the process

Oooouooooooooodn
Oooouooooooooodn
ddoooooooodoooon
OOooooooooooodn

n, 1. The entity entrusted to process
rmominated brand may be a natu
legal oth
but t

Therefore, the descript

Sperson, person, or

alorganization, is not limited

enterprises.

df the acts of the processor tak

aeferences to Article 4 of the Trademg
Dy aw.
e 2. The principal may request that t
h@rocessor deliver the processed good
a third person designated by him, such
nchn

iyherefore a third person who may rece

import and export compan
etthe processed products is added here.
3. The principal may be the own

2f an interest in a registered trademar}

'$icensee, or a processor for a nominate

ebrand (such as subcontracted processi

5 a
ral
er

0
on
es
ark

he
5 to
as

y
ive

er
QEM manufacturers need to conduct due
diligence on trademark ownership of marks

—

they use for OEM customers, yet this
NBYovision lacks details on the standard and

goods.

When processing good
bearing another persor
registered trademark, th
processor should carry o

ut 4. A prevailing problem that exis

sprocedure of the due diligence to be




examination of the trademal
Whereé
does

right of the [principal].
[the
diligently

processor] n
[this]
obligation and processes gog
the

rights of another person,

observe

trademar
th
processor and the [principal] be
the

which violate

joint  responsibility  for
infringement of rights.
The agency of the Sta
Council for the administration @
shg
furthe

manageme

industry and commerce

separately  formulate

administrative

regulations as to nominate

brand  processing  activitig

together with other relevar

pconduct careful examination of tf
registered trademark before process
Th
opportunities  amor
Thus, [thi

aamendment] clearly provides that if t

dand production for the third party.
kmay provide
1énfringing parties.
processor has not performed a duty
care, he should have joint liabilities f
ethe with  th
fprincipal, enhancing

infringement
thus
alkelf-disciplined awareness on the part

together

2rthe  processor, and strengthening
nresponsibility to conduct an investigati
2cbf the rights to the goods.

she complexity of the acts of processi

In view

ntand production, it is provided that furth

government departments.

» brands is that the processor does |no

kin relation to the processing of nominategpnducted by the manufacturers. It is not

clear whether a photocopy of the relevant
trademark registration certificate would
'&uffice and be a viable defence against

i gor the manufacturers to avoid infringement
liability by using easily doctored evidence to
IQIerify trademark authorization.

1°2}

he
of

the

administrative rules may be formulated

imgfringement claims. It also creates loopholes
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oo oogoood
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Chapter VII Protection
of Exclusive Rights to
Use Trademarks

oo oogood
Chapter VII Protection of
Trademark Rights

OOoOodaad
Article 52

ooodooooaoo
Article 82 [Acts of trademark
right infringement]
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The definition of trademark infringement”
should not be limited to unauthorized use of
“registered” trademarks and shall also cover
the unauthorized use of unregistered
well-known trademarks and, to the extent
provided for in this law, the prior use of
unregistered trademarks which have not
become well-known. Therefore, either this
provision should be expanded to cover both,
or a new provision should be inserted to
specially address the protection of
unregistered marks against “trademark
infringements.” Accordingly, in Art.3, the
definition of “trademark right” should be
construed to also cover unregistered
trademarks that are protected under this law.

Under section (4), “reverse passing-off” has
been a very controversial issue under Chinese
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ooooooogdn
i
All of the following
acts shall constitute 38
infringement on the righ
to exclusively use i
registered trademark:
(1) use of a trademar
that is the same as
similar to a registere
trademark on the same
classification of
the

the

similar
goods without
permission of
trademark registrant;
(2) sale of goods tha
infringe the exclusive righ
to use

a registere

trademark;
(3

unauthorized manufactul

forgery or

oooooooooooan
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Some new forms of trademal
infringements are added.

Among them:

1. Reverse counterfeiting cases
not very common, but are actually a fo
of infringement of the rights and interes
of others, and is retained.

2. Similar trademark emblems is o
of the sources of infringement of oth

trademark law and in theory, it is not an
infringement upon a “trademark right.” In
addition, in a sophisticated market economy,
such an act rarely happens these days.
Therefore section (4) should be removed and
left to Anti-Unfair Competition Law;
“Intentionally” in (5) should be replaced by
“knowing or having a reasonable ground to
know ...” because “intention” is an extremely
high standard that is usually used in the
Criminal Code. Certain perpetrators may in
practice insist they do not “intentionally”
infringe others’ trademarks, and then set up
obstacles in the execution of laws. “Knowing
or having a reasonable ground to know” is a
more objective and applicable standard, which
is commonly used in “contributory
infringement” theory. This standard has been
rladopted by the Copyright Law (Internet
Copyright Regulation) and even the Criminal
Law (via 2004 Judicial Interpretation).

afése “in a prominent way” in (6) should not be
rrﬁequired if the infringed trademark was
registered or became well-known before the
;tﬁlfringer’s company name was registered.
Now the public can easily obtain access to the
hen-line trademark gazette and anyone who

eviyants to register a company name should be
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of representations ¢
another's registere
trademark, or sale d

representations  of
registered trademark th
were

forged of

manufactured withou

authorization;

(4) substituting the
trademark of a trademalt
registrant  without  hig

consent and putting goo(
bearing such substitute
trademark back on th
market; [or]

(5) causing other harr
to another's exclusive righ
to use

a registere

trademark.

f
dconstitute an infringement on tk

All of the following acts shal

frights to a registered trademark
a (1) use of a trademark th
ais the same as or similar to

registered trademark on the sa
t or similar classification of good

without the permission of th

» trademark registrant; name and packaging decoration
k (2) seling goods thatalready addressed in the Anti-Unf:
infringe rights to a registeredCompetition Law, [so] the form O
Igrademark; trademark infringement by way of "usir
d (3) counterfeiting, ol a mark which is the same as or similaf
emaking without authorization, jathe registered trademark of anotl
trademark emblem that |[sperson as the name or packaging

nidentical with or similar to the
ntregistered trademark emblem
danother person, or sellin
emblems that are identical wi
or similar to registered trademal
emblems of another person al
which were counterfeited, ¢

made without authorization;

persons’ trademark rights, and should

neadministrated more forcefully

Therefore, printing similar tradema
atmblems is added as constituting
anfringement;

me 3. An infringing act provided in th
sregulations has been elevated into |

eThe problem of mistaking a produc

» goods used on the same or similar god
ofhus confusing the public" is not includ
gn this Law.

h 4.
riinterpretations, well-known trademark

Borrowing  from judicial

ndnterprise names, and domain na
rinfringement are added.
5. [This amendment] retains tf

gequired to run a research into the gazette to
avoid using other’s registered trademarks.
Well-known trademarks, registered or not,
'Khould be granted higher level protection.
alhe protection provided for by (7) should be
broadened to also cover unregistered
well-known trademarks.
e
Consideration should also be given to
'geplacing or bolstering the “similarity”
Isstandard for infringement with a “likelihood of
confusion” standard.
Air
f
19
to
ner
of
nds,

D




(4) replacing anoth

party's registered tradem
without the agreement of th
trademark registrant, and puttit
the goods bearing the replac
trademarks back into mark
again;

(5) intentionally providing
facilities such as storag
transport, mailing, concealmer
production instruments
production technology, or place
of operation etc. for the purpo
of actions to infringe anothe
person's rights to a trademark;

(6) using any words whicl
are the same as or similar
another  person's  register
trademark as the trade name
an enterprise used on the same
similar classification of goods i
a prominent way, or used in oth

ways that makes the function

!

provision on "Causing other damage
khe trademark rights of another persg
erhis this  Article

ngessentially] a listing out of manners
edhich acts

is because
infringing the tradema
[BU
following the development of the socie

erights of others can appear.

and economy, there will still be ne
the
itirademarks are used, and tradem

emethods in forms in  whic
,objects of the future, such as tradems
e¢hat emit sounds or flavor trademar
setc., [would] receive legal protectio
2rThere  will necessarily appear
manifestations of trademark infringems
nforms that are not the same as toda
TH
edatch-all provision “other damage”
This

agencies

téorms of trademark infringement.

obtained. can give la

» enforcement authority
ndetermine the nature of the infringeme
ebetter manifests the purpose of enactin

ofaw on trademarks, and lawfully ar

ne

in
rk

ty
W
h
ark




the marks stand out, thus likelypromptly curbs all manner and sort |of
to cause misunderstandingrademark infringement activities.
among the public concerned;
(7) without justified
reasons using trademarks that are
the same as or similar to another
person's prior  well-known
registered trademarks or their
main parts, which may unfairly
utilize or damage th

D

distinctiveness or reputation of
the well-known trademarks;

(8) registering any words
which are the same as or similar
to another person's registered
trademark as an Internet domain
name, and conducting advertising
of goods or trade in goods
through this domain name, with
the possibility of causing
misunderstanding among the
public concerned; [or]

(9) causing other damage
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to the trademark rights of anoth
person.

ot gooogoroo
2002[32]

New Addition Judicial
Interpretation [Fa Shi
2002 [32]]

oo [oogoodoi
Article 83 [Same or similar
trademarks]

oooooOoodoodn
aooboooOooooboon
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oooomomoooon
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OOO0000000000000
HiE NN
Ooooooooooooonon
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aooooooo 2c02 0000
Ooooooooooooonoon
doooooooooooooon

ooooooooooooodac
doooooooooooooon
aooooon

similar trademarks, and same or simila

goods or services are the basis for

Issues related to same trademarks,

In the Chinese version, the word “[]

“ O“likely”d should be changed to  “010J
“ O“possibly”’d as in English “likely” and
“possibly” are closer in meaning to each
other. In Chinese, however, “[1“ is higher
standard that can be arguably interpreted as
“tend to/prone to”.

[




“Same trademarks” meatr
that two trademarks are the sa
or have no basic differences
appearance which, if they a
used on the same or a simi
classification of goods g
services, are likely to genera
th

public concerned as to the sout

misunderstanding among
of the goods or services.
“Similar trademarks” mean
that the shapes, pronunciatio
or meanings of the lettering, [
th
0
t
figures of two trademarks, a

two trademarks], or

compositions, coloring
outward appearances of
similar; or upon combining
lettering and figures the overa
combined layouts or outwalr
the

trademarks are similar; or th

appearances  of tw

shapes and outward appearan

1gletermining the scope of trademark
méghts, and for determining whether act
imf unauthorized use by others constitut
rects in infringement of trademark rights
arherefore, the basic principles for the
rdetermination of the above issues are
t@rovided for in the Trademark Law, to
nenake the scope of trademark right
garotections more accurate and the
standards for law enforcement more
suniform.
ns,
pfcontent of related judicial interpretation
e of matters concerning the judgment of

heases by the Supreme Peoples' Court i
1€2002.
) This draft has deleted the

dstandard of determination is provided f¢
dhe applicant’s reference and
agletermination in the trademark
cexgistration application.

rissues related to trademark civil dispute

\*2J

This expression has incorporated the

5

]

\llexaminations on related reasons, and that

Dr




of the three-dimensional signs
the two trademarks are similar;
the colors or combinations ¢

of
or
nf

colors of the two trademarks are

similar, and that if they are use
on the same or a simila
classification of goods g
services, it is likely to genera
misunderstanding among i
public concerned as to the sout
of the goods or services.

r

2d
Ar

e

ne

ce

oooooooodd
Article 54 of the
Regulations, amended

oooogoooooodn
)

Article 84 [Right to continue
use of a prior trademark]

oooooooOooao
aooboooOooooboon
aooboooOooooboon
aooboooOooooboon
oboooboooOooooao
aooboooOooooboon
oboooboooOooooao
aooboooOooooboon

goooooooooooood
ooodoo

0J19930 701 OUon
Ooooooooodoooooodn
I O
Oooooogoood

The provisions of Article 54 of th
regulations are amended and elevated

Because the right to continue to use a prior
trademark is critical to many companies, it is
important that there is predictability in the
interpretation and application of what that
right entails under this Article.

toa




oooooooooodoao
o

Where a trademark that
the same as or similar to
registered trademark has be
continuously used in good fait
on goods or services on whi

the registered trademark has beda emphasize differentiated uses.

approved and designated, or o
similar classification of goods ¢
services, before the applicati
date for the registered tradema
the user of such trademark sh
have the right to continue to u
such trademark on the origin

But th
registere
th
user t

goods or services.
the
trademark may

owner of
request

trademark

supplementarily affix appropriaf

distinguishing marks.

provision of law.

It has been more than 15 years si
g¢he acceptance of service tradem
As f
edifferent owners who have the right

aegistrations on July 1, 1993.

hcontinue use of the same or simi
tiservice marks, [they] should exert effo

na

=

ne
D

D

nce
ark
or
to
ar

—

s

aoooooooooo

Article 5 of the

oobobogooooOoooan

OooOj
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Regulations, No. 5 Order
the State
Administration

of

Article 86 [Recognition of a
well-known trademark among
and

administrative judicial

[authorities]]

aoooooooo
aooooOoobooo
aooooOoobooo
aooooOoobooo
aooooOoobooo
ooooooooooo
aooooOoobooo
amooooao

(8)

imitating or translating 4

reproducing
well-known trademark

which is registered b

oooooOooOoodn
oooboooOooooboon
oooboooOooooboon
aoooooooao

oooooOoodoodn
aooboooOooooboon
aooboooOooooboon
aooboooOooooboon
oooooooooooao

ooooooodoodn
oooboooOooooboon

yoooooooooooon

another person or the mair 1O OO0

part of a well-known

oooooOoodoodn

trademark as a trademarkd O OOOO0OO0OOO0OO0OO0O

non-identical 0
thu
misleading the public an

on

dissimilar  goods,

oooboooOooOooboon

sOOOoooooooonon
ddid

doooooooooooooo
doooooooooodoonn
doooooooooooooon

doooooooooooooo
HiE NSNS
dooooooooooooooon
doooooooooodoonn
OooooooodooOOoOonn
HiE NS
Ooooooooooooonoon
NN NEE S SIS
OooooooodooOOoOonn
HiE NSNS
tooooooooooooon

toooooooooooooo
HiE NN
HiE NN
HiE NSNS

First, the law should make it clear that both
the TMO and the courts have the authority to
recognize that a trademark in dispute is a
well-known trademark. The current text does
not specify the courts’ authority in this
regard, though the title of this provision
seems to have admitted such authority of the
judiciary.

Second, the local “famous trademark” system
should not be allowed to co-exist with the
well-known trademark system to avoid
conflict and local protectionism. For instance,
if a local “famous brand” had in fact infringed
upon another’ registered trademark or even
well-known trademark, and the case was filed
in the province where such infringing
“famous trademark” was recognized by the
local authorities, it is likely that the infringer
may use its local “famous trademark” title as a
defence if permitted by the local law and the
local authorities may give favorable treatment
to such infringers. Therefore, consistency in

protection throughout the country is

interests  of

the the  Where the holder of rights to[1CC1 OO O
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registrant of such
well-known trademark
being likely to be

damaged by such us
(Judicial Interpretation)

1a trademark believes that h

trademark is a well-know
trademark and requests that {
the
administration of industry an
h

trademark rights, he may app

elocal agency for

commerce to protect
for recognition as a well-know
trademark.

Applications for recognition
as a well-known trademar
should [include] submission ¢
relevant evidentiary materia
that his

constitutes

proving trademar

a well-know
trademark. The local agency f
the administration of industry an
commerce should submit relevg
documents from the applicant
the Trademark Office. Th
Office shal

[undertake the] recognition.

Trademark

Where the party concerng

is
nwell-known  trademarks  may
he=cognized for the same or similar gog
T
drecognition procedures are provided
the
Iyransparency of the recognition work.
2.

recognizing and protecting

2in  trademark management.

sorder to enhance degree

n In connection with the work g
famo
trademarks, that is being pursued by
kagencies for industry and commerce in
ofplaces in their jurisdictional areas, th
scommonly reflects that this kind of wo
kis an administrative measure adopted
nthe local government. The concept
poffamous trademarks” is not a leg
cconcept, and it is not a well-know
Also, the

tare differences among the recognit

nrademark of a lower tier.

eand protection standards of each loca
| This may therefore be regulated by lo
regulations. But considering that t

2decognition of famous trademarks is n

he

1. [This provision] clarifies tha\t particularly important in China and is what

the Chinese legal/political system mandates.

ds
he
in

of

=

the
all
NiS
k
by
of




fq
well-known trademarks that ha

requests protection

already been recognized, a
another party holds no oppositic
to the trademark’s [status
the

being] well-known,

Trademark Office shall no longerfor the recognition and management

examine [the trademark].
The the
administration of industry and

agencies for
commerce at the provincial
level throughout the nation
may carry out the work of

recognition and protection of

famous trademarks  within
their own jurisdictions
pursuant to regulations

formulated by the People’s
Congress of their [respective]
home province, or its Standing

dunctioned to actively promote loc

the Law, but
in-principle provisions.

a$n has only mad

Detailed rulg

famous trademarks] will be regulated
way of local lawmaking.
in the Law that the results of
recognition of a well-known tradema
should only be effective in an individu
case, and should not be publiciz
Because the recognition result is

belongs in the category of civil rights a
interests [of which the holder] cannot
forcibly deprived, this draft has n
included such proposal.

objective fact, and a right to publicize|i

rcommonplace, and that such work has

al

ndconomic development, this draft has
pincluded the issue of famous trademalrks

e
s
[of

3. There are proposals to emphasize

Committee.
oo | booogjooooooo
OOoOoad ]
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Article 53 (first | Article 87 [Methods for the
sentence), Article 54 settlement of infringement
disputes]
Oooooooo OoOoO0ooooodo O0000000000000 | As suggested above, the concept of

Oo000000o00 | ooooooooooooo | ooooooo “trademark right” should be broad enough to
also cover the rights in unregistered

oooooooooo | joobooogoooodd OO ooioiooioi | well-known trademarks and protectable prior

OO0O0O00000000| 0o0oOO0oO0oOOodo | DOOoO0O0OdOoOoOoOOOOOddOdnO | use unregistered trademarks, and thus also

OO0O00000O0O00O | Oooooooooooon | oooooo prOVidC sufficient administrative, civil and
criminal protection to the latter two

booooooooon ) oo btobubtoobuooon categories of trademarks. In particular, the

oooooogodn Oboobooooood | doddbaddObodddndnn | protection of unregistered well-known

00000000000 | 0000000000000 | D000000000000000 | trademarks provided for by the second

OooO0000o OOoOooooooooooo | oo sentence of the second paragraph (“Owners
of well-known trademarks that have not been

oooodod | oooodooboogdgon DUoooouoioiooUn| registered may lodge a complaint with the

Uoooodoodn | tooobooodoo OO000000000000000O3 | agency for administration of industry and

00000000000 O0000000000 | 00000000000000000 | commerce to prohibitits use by others ™) is
sufficient neither to compensate the losses of

Doobtooboon | bbbooobobiooy | opouoooogo owners of such trademarks nor to deter such

ooogoodoan ooomuooomodn [This amendment] deletes theiolations.

If one of the OOOOOOOOOONO provision on consultations among the . o
infringements of ar If one of the acts of partiesto an infringement dispute of theﬁuordmgly’ the AICs jurisdiction should be

exclusive right to use

registered

enumerated in Article 5]

hereof [occurs], and thi

trademar

ainfringement of a right to :
kregistered trademark as listed
P Article 82 of this Law [occurs]

nown accord. The reasons are
ifollows:

1. Consulting of their own accord ¢

sand this leads to a dispute, t

expanded to protect unregistered well-known
Pademarks and other protectable prior use
unregistered trademarks. Serious

)anringement upon the unregistered

fvvell-klrlown trademarks should also be
D

han infringement dispute is a civil right
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leads to a dispute, thetrademark registrant or a closelyhe parties. The General Provisions| éfansferred for criminal investigation/
rosecution in a timely fashion. Though the

current criminal code denies criminal liability
dispute through complaint with the agencies fotthis, so this Law does not need to repe@; such infringement, the criminal code itself

4

parties shall resolve sughinterested person can lodge| the Civil Law already has provisions ¢

consultations. If a party isadministration of industry angdthose provisions; should be updated to provide broader and
stronger protection over well-known

. . . . . i trademarks, registered or not.
consultations or if the proceedings in a People’'s Court.consultations of their own accord |in

not wiling to hold| commerce, and may also institute 2. If a provision is included op

consultations are¢ In relation to actions whichadvance of lodging complaints with law
unsuccessful, the trademarlinfringe rights in a registeredenforcement agencies, this is likely |to
registrant or a closelytrademark, any person may reppdreate  misunderstandings that suich
interested person maythe case to the agency fpcronsultation proceedings must have been
institute proceedings in @administration of industry angdconducted first, which would impede the
People's Court| commerce. Owners  ofnormal law enforcement work carried qut
Alternatively, such party well-known trademarks that hayeoy administrative agencies;
also may request an agencpot been registered may lodge a 3. For cases in which
for the administration of complaint with the agency fqradministrative agencies have already
industry and commerce foadministration of industry andaccepted a case, if the parties request
handle the matter. commerce to prohibit its use byonsultations in the middle of the process

Agencies  for  theg others. of handling [the case], it will interferge
administration of industry Agencies for the administratignwith the administrative investigation and
and commerce have theof industry and commerce have thbandling work, lower the

authority to investigate andauthority to investigate and handleuthoritativeness of law enforcement, and

handle actions infringing actions infringing rights in impede the protection of the public

the exclusive right to use |aregistered trademarks. If theyinterest.
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registered trademark i
accordance with the layv
If they suspect that

criminal offence has bee
committed, they shoul
promptly transfer [the casg

to the judicial authorities fo

nsuspect that a criminal offence

atransfer

nauthorities  for handling in

i accordance with the law.
2]

r

involved, they should promptly

[the case] to judicia

is

handling in accordance with
the law.
o ooooooooo
New Addition Article 88 [Infringement
complaints]
ninlninininlnininlnin OOoOoOOoooooO The law should not impose too much burden
on the right owners to launch complaints and
Hobbooooboooty 1oobbooooooooon have their cases accepted by the local
poooooioiiuud | doooouoooouoooodn agencies. Therefore, ICC suggests that:
Uoboooooooodoo | ghoooouboobooodooagogd
OOOom OooOoooOoooooooooon (1) For trademarks registered in China, no
additional proof of trademark rights
boooddoooonD | bbboooodddoooooon should be demanded if the trademarks at
dOoooooooooooo | ooooooad issue can be found in the TMO on-line
ooogoodoan 2000 O0goooooodo database;
OOOO0OOoOondd OO0O0000OO0OOOoOoOOOoOg | (2) what the complainants can be required to
DDDDDDDDD DDDDDDDDDGDDDDDDD submitisadescriptionofwherethe
00o0000o0ood | ooooooooooooooo infringement occurred or exists, not the




ooogo
Oooooooooon
oooooooogoogd
oooooooon
oooooooooodoao
oooooooooodoao
oooooodoodgn
Oooooooooon
oooooooooodoao
oooooodoodgn
Oooooooooon
oooooooogoogd
filed with the
agencies for the administration

Reports

industry and commerce shou
state clearly the name af
address of the person suspecg
of infringing rights and the fact

of the suspected infringemer

and attach relevant evidentiaryarties,

materials (objects or photograp
the
infringement of rights).

[depicting] suspecte

stbobobobobboboOOO0OoOnOn
HiE NSNS
HiE NN
OoooooooodooOoOnn
HiEEE NN NS

oooooog
A0000000000000d
Qooooogoodn
This  provision increases th

requirements for accepting cases. 1
reasons are as follows:
1.

main, civil disputes in which civil matte

Trademark disputes are, in t
ohave priority. It is inappropriate fg

Idgencies for the administration

ndndustry and commerce to get too dee
télvolved.
sfor the public interest to be manipulat

itin bad faith for the benefit of othé

Otherwise, it becomes ed

wasting law enforceme

heesources. Therefore this is issued fr

dthe perspectiveliferally “role”] of civil

name of the infringer, because in reality it
is very difficult for the right holder to find
out the name of the infringer, and this can
be obtained by the AICs in their
investigations;

(3) The law should specify that the evidence

e

on the acts of infringement that the
complainant will be required to submit is
only “prima facie” evidence like photos,
advertisement, phone numbers, etc. No
notarization should be required.

[ié) Regarding the Power of Attorney (POA),

first of all, if the agent can present an
original version of the document, no
notarization should be required; and
second, a comprehensive, long-term POA
with a description of the scope of
authority in sufficient detail should be
admissible, instead of requiring a new
special POA for each complaint/report.

S%IS) Whether the evidentiary materials

ed

rights and interests, to make proming

obtained outside of China should be
legalized should be left to the revision of
the Procedural Laws. Furthermore, it is
too onerous and counter-productive to
mandate that all such materials have to be
legalized, and it is inconsistent with the
trend and opinions in the judiciary. For




If a holder of the trademar
rights or a closely intereste
person lodges a complaint wi

the agency for the administrationnfringements of [trademark] rights.

of industry and commerce,

should attach the followin
materials:
1. proof of the trademar
rights;
2. details of items requeste
3. name and address of t
person suspected of infringin
trademark rights; [and]
4.

suspected of

evidence of action

infringement

trademark rights and othé
relevant evidence.

Where an oppose
trademark is an unregisters

trademark, during the oppositig
th
administration of industry an

period, the agency for

commerce shall not accept a

kthe awareness of self-protection amg

thdynamic

jto establish an infringement case, t

kcomplaints, and sometimes the lodging

dor
henforcement agencies to be run ragg

ctlosely interested persons and acti

nature of attackin

it 2. Because it [can be] too simg

leads to lodging of ineffectiv

reports in bad faith. One telephone ¢

one report letter can cause |

lowering the efficiency of law
senforcement.
nf 3.  Some parties to trademar

oi(especially foreign enterprises)
advantage of the Chinese governme
dresolve to protect intellectual property,
aghot  observe

eand do not perform their obligations

nfo the extent of making unreasona

1%

his

of
all

AW

ed,

gvasting law enforcement resources, and

take

the provisions of the
rcountry’s laws on relevant procedures,

drights holders as much as they can, even

instance, in one Judicial Opinion (<O
OooooooouooooooOoon
Ooooooooooooooadn
>), the Supreme People’s Court clearly
states that in principle the public
publications in other jurisdictions, if to be
used as evidence in Chinese courts, need
not be notarized and legalized unless the
opposite party can present convincing
evidence to challenge its validity.




complaint or report o]

infringement in respect of theare required when a complaint is lodg

trademark under opposition.
Where an agent is entrust
to handle the matter, a power

attorney should be attacheg

Any  photocopies  of

the complaints  will

f demands. The provision on items t

This could bind
edome of the foregoing actions.

4.
clearly provides

for a case is added.

of Paragraph 3 is added, whi
that

not be accepted

infringemel

nat
ed

up

n

entrustment materials should peelation to trademarks that have been
notarized. opposed.
If evidentiary materials are

obtained outside the PRC, they

should be authenticated.
I A o | o
oodno Article 90 [Administrative
Article 53, Sentence 2| liabilities]
Article 52 of the
Regulations

OoOooooog O00ooooooon ODOoooooooooooood | (D Confiscation of infringing goods is a must,

00000000000 | 0000000000000 | 00000000000000000| o vareble othervise such goods wil
oobdoooooan | jooooogoooodd oooooooooogoodn market;
oooooodooooD | booooodoooodod | ooboobooooooogoaad (2) All the instruments “primarily”, not
ooooooodon | tooomooogoo | oo “specifically” as the current text indicates,
00000000000 | 0000000000000 ODO0O0«000000000° 0 used to produce infringing goods should
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oooooodoodgn

If the matter is handle
th
administration of industry

by an agency for

and commerce and su
department determing
that there has been an g
of infringement, it shal
immediatg

order an

cessation to the infringin

conduct and the
confiscation and
destruction of the

infringing goods and th
tools specifically used t
manufacture the infringin
th
emblems of the registerg

goods and forge

trademark and mal

additionally impose a fine|

oooboooOooOooboon
dOOooon 1 0000 0o
1000000000000
ooo 1 oooooodoo

cinfringement dispute case al
gdetermines that there has been
> act of infringement, it may orde
the infringer to immediately sto
 the infringing act, confiscate ar
e destroy the infringing marks, arn
bmay confiscate and destroy t
ginfringing goods and an
einstruments specifically used

dnanufacture the infringing good
yand counterfeit marks of th
registered trademarks, and m
impose a fine of more than of

time but less than five times th

commerce handles a trademangroviding for administrative fines at

aobO«boooobooooOrtono«d
OrOooobooooobooooond
HiE NSNS
NN NS SIS

ci] O odn Qooooooooooooodd
s When an agency for the
a@dministration of industry and 1. Provisions from the regulations

th
infringing

nelevated into law, making

agministrative liability of
’rpersons even clearer.
P 2.

dor the fines, and raises the maximt

Establishes a minimum amou
dimit for the fines, augmenting th

héorcefulness of administrativj
y punishment against infringing conduct.
3.

Ighe infringing marks,” and adds “may”

[0 Adds “confiscate and destre
efront of “confiscate and destroy th
aiynfringing goods” in order to give the la
nenforcement agencies [opportunites
ngursue only] an objective of stopping t

e

nt
m

[¢]

by

e

volume of the illegal business;

ifuse [of a trademark] for infringing actior

be confiscated and destroyed, because in
reality it will not be difficult for the
infringer to fabricate evidence to prove
that he or she also uses such instruments
to produce some legitimate products, no
matter how minimal an amount.
Comparative reference: the “primarily”
approach is used in copyright regulations
and enforcement;

€(3) Experience has proved the current “illegal

business volume” standard is the second
worst method to assess damages or
determine punishment, the worst one
being “illegal profit”;

“Normal market value or retail price”
should be introduced as the standard
instead to calculate the “volume of illegal
business”

Moreover, to guarantee the effectiveness
of the minimal fine approach, it should
also be specified that the minimum RMB
10,000 fine shall be levied if the “volume
of illegal business” that can be found out
via the investigation is lower than RMB
10,000. Comparative Reference: this
minimal fine approach was also adopted
by the MOC Measures on the
Administration of Whole-Sale, Retail and




it is impossible to calculate th
volume of the illegal business,
may impose a fine of more tha
10,000 yuan RMB but less tha
1,000,000 yuan RMB.

ardanger

ihas been lighter and does not carry m

of harmful consequences

necessary to confiscate and destroy a

such [infringing] goods, [which could]

din cases where] the sequence of events Rental of Audio-Visual Products.

uch
to

arsociety, and [in cases where] it is not

| of

cause waste of resources and increase the

costs of law enforcement.

OO
New Addition

oooogoooooodn
)

Article 91 [Volume of illegal
business and its calculation]

oooooOoodoodn
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aooboooOooooboon
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OOO000000000000n

Again, the current definition of “illegal
business volume” and the calculation method
is unjustifiable and should be replaced by “the
normal market value or retail price of
legitimate products” to reflect the damage
that the infringement has done to the right
owners. Intellectual properties are private
properties of equal value to other type of
properties, tangible or intangible, and thus
deserve equal protection. The old “volume of
illegal business”and “illegal profit” approaches
are deeply inconsistent with this fundamental
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The “volume of the illega
business” means the value

oooooooooooooond
oooodo«Ooouooroaodgn
Oooooogoodoodn

The calculation of the amount
illegal operations has a highly importg

significance for the confirmation of tkeC

fine by law enforcement agencies, {
degree of civil compensation, judging t
degree of seriousness of an infringem
case and case acceptance standard
whether or not a criminal offense h
been constituted, etc.

factor for consideration in the overall

integrated standards for handling
administrative, civil and criminal [casé
arising from] actions in violation @
trademarks.

To facilitate understanding an

theory of intellectual property that has been
universally accepted worldwide.

The definition of “volume of illegal business”

pfused in the current draft is even narrower,

rﬂnd consequently worse than the
unsatisfactory one used in the 2004 JT on IPR

rimes.

he

he

ent

5 Oon

as

It is an important

of
BS
f

d

practical use, the expressions in the text

int
t
Supreme People’s Court, the Supre

Article have taken

interpretations

this
consideration

of
of

D
ne
me

oPeople’s Procuratorate and the actual




total illegal goods that operato
produce, manufacture, proce
Where
goods produced or processed

select or distribute.
the operator] infringe on th
trademark rights of another par
goods already sold, goods yet
be sold and half made goo
which bear the trademark shou
all be included in the calculatig
of volume of illegal business
The value of illegal goods whic
k
calculated based on their actl

have been sold shall

sales price. The value of illeg
goods that have not been s
shall be calculated based on
quoted price l[terally “marked
price”] or the average actu
sales price of illegal goods th
has been verified clearly.

The “volume of the illega
service mark

business for

rémplementation practices of agencies
sshe administrations for industry ar
neommerce, and have made this provig
differin
the fir

relev

byifferentiating as among

esituations. Among them,

yparagraph  has  absorbed
tprovisions in relation to the calculation
d¢he amount of illegal operations from t
léhterpretations of the Supreme Peop
nCourt the
Procuratorate. However, among the
the

a@ntermediaries” is not easy to understa

and Supreme  Peopl

hbecause problem of “mark
lar put into [actual] operation, the text
athis Article has not taken it on.
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infringement” means the volum
of operation which resulted frof

infringing acts of the infringef
during the period of

infringement. Where onhy

advertising activities are
involved, and no business for

goods has been carried out or

3

service has been provided, the

volume of the illegal busines

shall be calculated based on

advertisement expense
Where there is only an invoig

for the infringing goods or anp
invoice for the provision of

services, and no evidence

corresponding goods or

performance of services is foun

the volume of the illegal business
shall be calculated according to

the amount of the invoice(s).
The limitation period for

actions for infringement of the




trademark rights of another
person is two years. Where the
infringer has conducted
infringement many times but has
not been handle
administratively, the volume @
his illegal business shall &

= ® - <

accumulated [for purposes Q@
calculation.

Where there is no quoted
price lJiterally “marked price”]
of the infringing goods or it i$

impossible to verify its actua
marketing price, in the case pf
infringement of another person’s
exclusive right to use a registerged
trademark, it will be [considered
as] a situation in which it i

1*2}

impossible to calculate the
volume of the illegal business, as
referred to in this Law.
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Article 45 of the| Article 92 [Prohibition against
Regulations, Judicial | using another person's
Interpretation well-known trademark]
ninlninininlnininlnin OO0O0O0O0O0O0O0OoOoOooOOn | As commented above, the definition of
OO00OO000000000 | 0ooooooooooooooon “trademark rights” should be broadened to

U Oooooodoon
oooooooomorn
QoodOoododd sooo™
0 5 doooodoodno
ooboooooooodoao
Oomooodoodn
ooboooooooodoao
o

Where the
trademark violates the provisiol
Article 34,
(Unregistered

use of

of Section 1
well-knowr
th
agency for the administration

trademarks) of this Law,

industry and commerce shd
order the actor to stop such u
confiscate and destroy h

trademark emblems, and impog

oooooogn
oooooooooooOodond
oooooooooooooond
Ooooodooooooodn
Oooboooomooooodod
Oooooodoodno
that
trademarks do not enjoy trademark righ

1. Seeing unregistere
athe protection thereof is therefore limit
ngo the same or similar classifications

goods, and to the prohibition of their us
N 2.
eon the handling of trademark violation

In reference to the provisiot

pidetails are undertaken in relation to {
alprohibition of the use of the unregistern
sevell-known trademarks of other perso
isvhich has established the administrat
skabilities the shoul

which actor

also cover the rights in protectable
unregistered trademarks like unregistered
well-known trademarks; otherwise, the
owners of such trademarks will not have legal
grounds to seek more serious administrative
protection and civil remedies under the
Trademark Law. If the authorities want to keep
the narrow definition of “trademark rights,” it
should leave the protection of unregistered

[ trademarks entirely (except in the

Begistration/examination/opposition/validation

pgprocedures) to the Anti-Unfair Competition

Olfaw.

e.
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a fine of more than 5,000 yuarundertake (lighter than the liabilities n
RMB but less than 50,000 yuarthe case of violations). It has also
RMB. Where it is impossible provided for liability for  civil

to separate the trademarkompensation (civil compensation that is
emblems from the goodsawarded after adjudication by a court|of
[involved], both of them shall belaw).
seized and destroyed. Where

the actor causes loss to the owner

of the well-known trademark, he
should compensate [the owner for

it].

ooogn ooooooooo
Article 55 Article 93  [Administrative
functions and official

authorities]

nininininininin; ninlnininlnlnininlnin OOO0O00O0O000O00OOn | Agencies for the administration of industry
0000000000 | 0000000000000 | 000000000000ggon | M4 commerce (AIGs) should be granted the
authority to look into the bank accounts of
O0O00O00O0O0000O | O00OobOoOodoOood | gooooOoobOorooooooan the suspect infringers and freeze such
OO0O00000O00000 | OoOoOoOoOoOoOooOoooO | goooooooodaon accounts.
O0000O00000O | OoOoOonoodaad OOOOOOooooooOoOoOad

The punishment for refusing to assist in or

OO00O00O0OoOoOad O0O0MOO0000O0000 | OO0OOOOOOoonooOooOonoono interference with law enforcement has also

Ood O0O0O000O0O0O0O0oOoo | ooooooo been set forth in other laws like in the Public




ICC

OooOoooOoond
ooogoodoodn
oooooodoodgn

Oooooodond
ooooooogdn
oooooodoodn
ooodond

OooOoooOoond
oooooogodn
oooooogodn
ooogo

Oooooooond
oooooooaodn
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oooooodoodn
ooogond

Oooooogn
ooooooogdn
oodoodoodn
o
o

Agencies

for the

administration of industry

o
Oomomoodon
oooooooooodon
oooooooodd
Oooooooooon
oooooooooodoao
ooodood
oooooooodon
oooooooooodoao
oooooooooodoao
o
Oooooooooon
oooooooooodoao
N
oooooooooodoao
OooooOooodd sooo ™
ooos dogoodo
When th
administration for industry an

agencies for
commerce at or above the coui
level investigate and hand

activities suspected of havirn

UooooooO oooogn
oo oooOoroooogon
Ooooooooodooodoodao
oopooooOo«goroo«sod g

ooooooooooooodn
I I o [
Oooodoooooooooodn
Qooooooooooog

1. When th
administration of industry and commer,

an agency for
carries out investigation and handling
it
pre-conditioned on "[beingdn the basig

infringement  cases, is alway
of evidence or a report which they ha
already obtained on a suspected violatior
the law" It is not necessary to say

much in this place, so this is deleted.
e 2. Here a statement on actions wh
indicators af

added.

dinfringe geographical

ntgpecial marks is

Thi

Order Law OOOOOOOO> which
provides that “serious inteference” with law
enforcement is subject to administrative
detention by the PSB. Therefore, this
provision needs to be examined carefully to
coordinate with the rules in other laws and
find the most effective way to address such
interference or resistance to inspections and
investigation.

ve
n of
50

ch
nd
is

ecomplements and clarifies the related

geontent of Chapter IX and Chapter X.
1'S

infringed upon another persor

3. Here 1t has evidence proving the

=
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and commerce at or abo\
the level

the

county may

exercise officia
authorities set forth beloy
when they are investigatin
and handling

cases (

suspected acts c
third

party's exclusive right to ug

infringement of a
a registered trademark g
the basis of evidence or
report which they havg
already obtained on
suspected violation of th
law:

(1) questioning relevan
concerned  parties ar
investigating
circumstances connected
with the infringement of the
third party's exclusive righ
to use

a registere

trademark;

etrademark rights, or suspected
having infringed the geograph
indicator or special marks (
vanother person, they mayercise
gthe official authorities set fort
nfbelow:
f Q)

concerned

guestioning  relevarn

parties, ar
einvestigating circumstance
melated to the infringement upg
another person’'s trademal
b rights;

a (2) consulting and copyin
ethe concerned party’s contrac
invoices, account books and oth
tmaterials connected with th
dnfringing activities;

®3)

inspections of the site where

conducting on-sité

2 concerned party is suspected
tengaging in activities infringin

rights; [and]

riduties

dupon the third party's trademark

ahfringement in item (4) is changed t
k
pfconsistent with the expressions of ot

c'suspected of infringement" to
laws and regulations that are related

hadministrative law enforcement; a
"article" that could be seized and tak
tinto impoundment is changed in
d'property."”

s 4. Liability for unlawful rejection of
robstruction of the performance of pub
by an agency for th
gwhich originates from relevant provisio
tin the Product Quality Law, is added
gorovide legal safeguards for actions tak
én performance of public duties

accordance with law.
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(2) and
copying

party”s contractsinvoices

consulting
the concerne
account books and oth

materials
with the

relevant
connected
infringing activities;
(3) conducting on-sité
inspections of the site whe

party
suspected of engaging

a concerned i

activities infringing upon
the third party's exclusiv
right to use a registerg
trademark; [and]

(4) inspecting articles
with the
activities;
the

administration of industry

connected
infringing
[agencies for

and commerce]

up
articles for which

may se

or impound thos

it has

(4) articles
dconnected with the infringin
th
padministration of industry an
up

those properties

inspecting

activities; [agencies for

5 commerce] may seal
2 impound
suspected of infringement upon
2 the third party's trademark right
th

industry an

'e  When an agency for
sadministration of
rcommerce exercises the offici
authorities provided for in th
e preceding paragraph in accordance
2d

nd

dwith the law, the party concerne
should provide assistance a
[if the

> concerned] refuses [to assist

cooperation. part)
cooperate] or interferes with th

2 agency for administration d
industry and commerce’s carryin
abut of its public duties, a repo

pthereon shall be made, and [t

agency] may impose a fine of mg
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evidence proving thei
infringement upon the thir
party's exclusive right to ug
a registered trademark.
When an agency for th
administration of industry
and commerce exercises t

official authorities provided

e

[¢)

r than RMB 5,000 yuan and less th
1 RMB 50,000 yuan

for in the preceding
paragraph in accordan¢e
with the law, the party
concerned should provide
assistance and cooperatipn
and may not refuse [to assist
or cooperate therewith] ar
interfere [therewith].
ooogn ooooooooo
Article 56 Article 95 [Civil compensation]
nininininininin; ninlnininlnlnininlnin OO0O0OoOoOoOooooooOn | It would be more reasonable if the principal
00000000000 | DOMO00000000 | 00000000 50 00000 100 iifg‘ﬁ;;ﬁgagffgggfgi‘;‘iﬁiﬁ;ﬁf
N O o owners PLUS the profit that the infringer has
oobdoooooan | jooooogoooodd OO0O0O0O0000000000O0 | obtained during the period of the
0000000000 | 0000000000000 | 00000000000000000 | infringement. The current one-or-the-other
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OoooOoOoOoOoooo
ood
OoOoooOood
OOoOoOoOooooOoOoan
OoooOooOoOoooo
OoooOooOoOoooo
OOoOoOoOoooddn
The

measure 0

oooboooOooOooboon
oooooooooooao
oooooOooOoodn
oooboooOooooboon
oooboooOooooboon
oooboooOooooboon
ooooooo 100 OOooo
oooo
oooooOooOoodn
oooboooOooooboon
oooboooOooooboon
ooooooooon
oooooOoodoodn
aooboooOooooboon
OmooooooOoOoOsaa
fOO0oooooooondn

damages for infringement OO0 0O0OO0OOOOOO

of an exclusive right to us
a trademark shall be th
benefits gained by th
infringer during the perio(
the
because

of infringement

of the

elJOOO0OOOOOOOOO
1 000o0ooaooOonot
el O00OO00OO00OOOOOOO
| ooooooon

Where an infringer cause
closses to an infringed party, |

HIn
aooobooooOobooOood
HiEE SN
Ooooooooooooonoon
HiEEEEEE SN

Qoooooooodoogd
1. In the second paragraph, it
provided that the amount of statutg

the loss
determined with difficulty is increase
from 500,000 to 1,000,000.

2. Paragraph 4 is added.

compensation  where

T
purpose for this is to emphasize {
principle of use of trademarks, and
strengthen the protection of register
trademarks that are already in use.

3. Graduated
compensation is provided here:

liability fo

for a
of unintentional infringement that ha
not resulted in any actual damage,
ig

3

civil liability for compensation

rdightened or exempted; for register
nérademarks that are not in use, this o

approach not only provides leeway for
infringers to evade their liabilities as it is
usually extremely difficult to prove either of
two options under the existing evidentiary
rules, but also can be in fact manipulated by
the infringers as a means to obtain a
“compulsory licence”, even if the right owner
can prove his/her loss like licensing fees.
i& is commendable that the draft increased the
rgap of statutory damages up to RMB 100,000.
iHowever, the minimum level of statutory
aamages (like RMB 5,000) should also be
dspecified to reduce the risk that judges may
execute their discretion in an arbitrary way.
hBunative damages should also be introduced
into the Law to provide sufficient deterrence
hfgainst (1) willful infringement and (2)
téecidivists.
ed
It should be clarified that statutory damages
should be levied against each of the acts of
infringement, no matter if such acts are
ctsibject to complaints in the same case or
@gainst the same defendant.

[r}?is not rare that well-known trademark
owners want to register multi “defensive

cfrademarks” that the owners may not actually

nFySG on their products. In such cases, although
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infringement, or the losse
suffered by the part

whose rights weré
infringed during the perio
of infringement as a resu
the

including the reasonab

of infringement
expenses incurred by th
party whose rights wer
infringed in stopping thé
infringing actions.

If the benefits gaine
by the infringer because ¢
the infringement or the
losses suffered by th
party whose rights wer
infringed as a result of th
infringement, mentione
the
paragraph, are difficult t

in preceding
establish, a People's Col
shall, depending on th
th

circumstances  of

sshould pay compensation [to t
yinfringed party]. The amour
> of damages shall be the profit th
dthe infringer has obtained durir
Itthe period of the infringemer

because of the infringement,

idhas suffered during the period
ethe infringement because of t
2 infringement,  including  any
reasonable expenses which 1
dinfringed party has incurred in h
pfor its efforts to stop the infringin
> conduct.

e Where the profit earned b

ethe infringer because of th

i by the infringed party because

P

pthe preceding paragraph, &
irtlifficult to establish, a People

eCourt shall render a judgme

eawarding damages of less th

ethe losses that the infringed par

einfringement or losses suffere

the infringement, as mentioned |i

hdears administrative liability, and do
tnot bear civil liability for compensation.
at

g9
it

bhese “defensive trademarks” may have not
been used, it does not mean that they have
no market value to trademark owners and
infringement may also cause confusion or
dilution of the well-known trademarks.

Therefore ICC suggests that the Law should
grant well-known trademarks an exception to
the “no-use-no-compensation” rule set forth
in the last two sentences of para.4.
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infringing conduct, rende
awardin
th

a judgment

A

damages of less 3
Rmb500,000.

If [a person who] sold
goods that he did not kno
to be infringing upon the
exclusive right to use
registered trademark
able to prove that h
obtained  such
lawfully

[who] the supplier [is], he

good
and explains
shall not bear liability for
damages.

rRMB 1,000,000 yuan, dependir
gon the circumstances of i
rinfringing acts.

Where
unknowingly sells goods thd

party
2 rights in a registered trademat

[a person

winfringe upon another

abut is able to prove that h
sobtained the goods lawfully an
eis able to explain [who] th
ssupplier [is], he shall not be:
liability for damages.

) The infringer should bea
responsibility for compensatio
he anothg

where infringes

trademark
by
Where intention or fault is ng

person’s right

intentionally  or fault,
found, the infringer shall not be
responsibility for compensatiot
Where

another party’s right to use

[a person] infringe

"9
ne

]
At

D

ar

>

2r

"

—*

(2]

a

registered trademark that has 1

not




been in use for three consecut
years, he shall not bear liabili
for damages. Where [a persd
infringes another party’s right i
a trademark that has never be
used but has been registered
less than three years, he [wi
compensate the infringed paf
for any reasonable expens
incurred in  stopping th

infringement.

y
n]
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New Addition

oooogoooooodn
)

Article 96 [Compensation for
unregistered trademarks]

Oooooooooon
ooboooooooodoan
ooboooooooodoan
ooboooooooodoan
ooooooooooodd

Where a trademark, whic
is the same as or similar to
trademark of another person th

gooooooooooooo
Oooouboooodgoooodn
Oooooooooooooogan
concernin

A general provision,

liability for damages in respect
hinfringements of unregistered trademar
@& added here to put into actual practic

1gtrotection of the basic interests of own

This can be resolved in an easier way by
to cover the rights in such prior-use

cattach less protection over unregistered

o™
rights” in such trademarks will leave the
k?emedies provided for in this Law for such

ettademarks with no solid legal grounds.
ers

expanding the definition of “trademark rights”
unregistered trademarks. It is acceptable to

arks, but denying the owners’ “trademark




is in prior use and

unregistered, is intentionally usedgbrior use.
on the same kind or similar

classification of goods

causes loss to the prior user

the trademark, the user of such
trademark should bear liability

for compensation.

s of unregistered trademarks that are

and

of

iR addition, “intentionally” should be replaced
by “knowing or having reasonable grounds to
know ...”.

ooog
Judicial Interpretation

ooooooooo
Article 97
expenses]

[Reasonable

Oooooooooon
ooboooooooodoan
ooboooooooodoan
ooogoodd

Reasonable expenses incur
to stop an infringement includ
that
owner or an entrusted agent h
his
investigate and acquire eviden

reasonable expenses
incurred in effort  tg

about the infringement.

gooosooooooooo.
I O o |
I o
Ooooubodooooooodn
eld ]
e There are proposals that detai
theems such as "attorneys’ fees " should
dssted in the
incurred to stop an infringement", b

"reasonable expens

ceuch questions may involve a large raf
of matters and cannot be totally list

In practice, the major problem in this regard
is that there is no clear, uniform standard or
guidance on how attorney fees and
investigation costs should be calculated and
consequently the judges are granted too
much discretion to decide on such fees and

COStSs.
ed

be

€S

out.

Therefore a summary provision|i
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be listed in the regulations.

set forth here, and detailed content may

ooooood
Article 53
Regulations

of

the

ooogoooooodn]
Article 98 [Trademarks and
enterprise names]

Oooooooooon
ooboooooooodoan
ooboooooooodoan
ooboooooooodoan
ooboooooooodoan
ooboooooooodoan
ooboooooooodoan
ooboooooooodoan
ooboooooooodoan
o

If a trademark owner believe
that the hi
well-known trademark as A&

registration of

enterprise  name by anoth

person is likely to deceive th

general  public or caus

misunderstanding among i

general public, constituting

oooooooooooOdon
I O
OooouooOooooooodn
Ooooodooooooodn
Ooodoooooooooodn
Oooouooooooooodn
o

oooooodoooogooan
Ooooooooooooododn
Oooouooomuooooon
1101000
relevated to provisions of law
eProminent use of a tradename as
eenterprise name constitutes infringeme
eand shall be handled according to

ngcircumstances] of infringement acts

aln relation to the need to change

S Provisions from the regulations g

It should be clarified that owners of
well-known trademark are also entitled to
complain to a court directly, and if the court
decides that the registered company name is
improper and should be revoked, the local
AIC where such company was registered is
obliged to enforce the court’s decision
directly.

It is unnecessary to mandate that all such
complaints have to go to the courts first as in
many cases, administrative proceedings are
more efficient and can save limited judicial
resources. However, the legal avenue of direct

r&omplaint to a court shall be retained to
reduce the risk of local protectionism.

an
Nt
the

he




company name that is not properegistration of a name, this Article h

for registration, the tradema
may apply th
registration  authorities  wit

owner to

principal  responsibility

enterprise  names  for

cancellation of the registration
the enterprise name.

registration  authorities  wit

principal  responsibility

enterprise names should han

for
tH

for

hthe interplay between [this Article an
relevant provisions [of the agencies

gheadministration  of  industry

pfcommerce] on the management

Theegistration of enterprise names.

n There is a proposal that this Articl

dighould be handled [literally “adjusted”]

the case in accordance with thander the AntiUnfair Competition Law.

Provisions on Administration gfOr that in this provision, priority should

Enterprise Name Registration.

be given to effective judgments render

the registration authorities.(Priority of
Judicial Judgment)

and

by a court of law, with enforcement by

kadded the nature of the act of registerning
ethe enterprise name, in order to facilitate

or

of

D

should be deleted, and that the matter

ooogn ooogooon
Article 58 Article 100 [Preservation of
evidence]
OOoOoOoOooood ninlninininlnininlnin Ooooooo In many cases, the courts has simply refused
0000000000 | 0000000000000  This retains the original provision, | 1 2¢¢¢Pt” the application for such
preservation of evidence.
ooooooooOdo | toooooooooogd
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ooooooogdn
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ooogoodd
Oooooogn
ooogoodoodn
ooooOooooodn
oooooooodgn
o
oooooogn
oooooodoodn
ooooooogodn
o
Oooooogn
oooooogodn
oooooodoodgn
ooogoodgd
A trademark registrar

or a closely interestedthe institution of proceedings,

person may, with thg
object of stopping
infringing conduct, apply
to a People's Court for th

preservation of evideng

oooooooooodoan
oooooodd

Oooooooooon
oooooooooodoan
oooooooooodoan
ooogond

Oooooooooon
ooboooooooodoao
ooogood
ooboooooooodoao
ooboooooooodoao
oooooodoodgn

A trademark registrant or ja

closely interested person may, |in
order to stop infringing conduct,
apply to a People's Court for the
tpreservation of evidence prior to

2 under circumstances where such
evidence might be destroyed, lost
or difficult to obtain later.

e The People's Court must

erender a ruling within 48 hours of

It is understandable that the draft requires the
applicants to place bonds at the courts, but
the standards and admissible forms of bonds
shall be clarified.
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prior to the institution of
proceedings, unde
circumstances where su
bé

destroyed, lost or difficul

evidence might
to obtain later.

The People's Cou
must render a ruling withi
48 hours of receipt of th
The

implementation of a ruling

application.
adopting preservatio
measures shoul
commence promptly afte
it is rendered.

The People's Cou
may order the applicant {

provide security. If the

applicant fails to provide

security, his applicatior
shall be rejected.
If the applicant fails td

institute proceeding

Th
ruling

receipt of the application.

rimplementation of a
cladopting preservation measur
2 should commence promptly aft
[ it is rendered.

The People's Court may ord
tthe applicant to provide securit
nIf the applicant fails to provid
esecurity, his application shall &

rejected.

y If the applicant fails to institut

nproceedings within 15 days aft
dthe  People’'s Court take
rpreservation  measures, t

People's Court should terming
tsuch preservation measures.
(o]

D

D

=}
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)
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within 15 days after thg

People's Court take

preservation measures, t
shoul

People's Court

terminate such

prese rvation measures.

D

he

OOoOodaad
Article 59

ooogoooooni
Article 101 [Criminal offences]

oooooooo
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aooooooooan
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aoooooooooad
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oooooOooOoodn
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This retains the original provision.

This is the same as the provisions
the Criminal Law.

The provisions in the Criminal Code are all
outdated and need to be reformed; therefore,
they shall be not reintroduced into the
trademark law. How the criminal liability
gfrovisions shall be formulated needs serious
examination in conjunction with the revision
of relevant rules in the Criminal Code.
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ooogoodoodn If a trademark identical to g
OOO0O0000000 | registered trademark is used pn
i the same kind of goods without

If a trademark identical the consent of the registrant of t

to a registered trademark
used on the same kind
goods without the conse
of the registrant of thg
registered trademark an
constitutes
[the
infringer shall], in addition

such act
criminal  offence,
to compensating for th
damages suffered by th
party whose rights hav
b¢
literally

been infringed,
prosecuted
“criminal liability shall be
investigated”] according t
law.

Where the forgery o

unauthorized manufactul

isegistered trademark and such
ptonstitutes a criminal offence
nN{the infringer shall], in addition tc
e compensating for the damag
cuffered by the party whose righ
infringed, b

ahave been

prosecuted literally “criminal
liability shall be investigated”
eaccording to law.
the

eunauthorized manufacture of tf

e Where forgery o

> emblems of another persor
registered trademark, or the s:
of trademark emblems that we
pforged or manufactured witho
authorization,  constitutes
r criminal offence, [the infringe
addition to
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of the emblems of anoths

srcompensating for the damag
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person's registeredsuffered by the party whose rights
trademark, or the sale othave been infringed, Dbe
trademark emblems thatrosecuted literally “criminal
were forged or liability shall be investigated”
manufactured without according to law.

authorization, constitutesjla Where the sale of goods that
criminal  offence, [thg one is fully aware of being goods
infringer shall,] in addition bearing  counterfeits of g@
to compensating for theregistered trademark constitutes a
damages suffered by theriminal offence, [the infringer
party whose rights haveshall,] in addition to
been infringed, be compensating for the damages
prosecuted literally | suffered by the party whose rights
“criminal liability shall be| have  been infringed, be
investigated”] according to prosecuted literally “criminal
law. liability shall be investigated”

Where the sale dfaccording to law.

goods that one is fully
aware of being goods
bearing counterfeits of p
registered trademark
constitutes a criminal

offence, [the infringel
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addition to
for th
damages suffered by th

shall,] in
compensating

party whose rights hav
been
prosecuted literally
“criminal liability shall be

investigated”] according t

infringed, be

O
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Chapter IX Geographical
Indicators
ooooood gooooogiooogo Overall, these proposals appear sound. A few

Article 16, Section 2

)
Article 113 [The concept of
“geographical indicators”]

comments in detail below.
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ooooooogdn
ooog
For the purposes of th

preceding paragraph, th
term "geographiq
indicator*  means a

indicator that identifies i

particular good aj

originating from a
particular region, where
given quality, reputation o
other characteristic of th
good is determined by th
natural or cultural factor

of the said region.

Oooooooooon
ooboooooooodoan
el 0O0O0OOO0OOOOOO
1O 000doooodon
ooboooooooodoan
nooooooogoodod
n “Geographic indicator'
5 means an indicator that identifig
a particular good as originatin
afrom a particular region, where
rgiven quality, reputation or othé
echaracteristic of the good
edetermined by the natural af
scultural factors of the said regio
A geographic indicator mal
be
indicated by such geograph

the name of the regig
indicator, or may be some oth
visible mark that sufficiently
indicates that the particular goo

originated from such regior
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erindicators.
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The purpose of this Article is t
clarify the following matters liferally
“content”:

s 1. Place name trademarks that
oot convey literally “have”] the specia

deatures of goods are not geograph

[this Article] requires that a geographiq
dindicator should be a combination

natural and cultural factors. (method

(@]

do

cal

s 2. Geographical indicators may be
nather visible marks that indicate |a
ngeographical origin.

y 3. The original provisior]
rdetermined by naturalor cultural
idactors" is changed to "determined py
enatural and cultural factors". That is,

al
of

n

2 Note:

Perhaps this should he.
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the
geograph

territory of

by
indicator may be different fron

regiof
a

the present administrative nar
and territory of such region.

nactual practice)
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Article 16, Section 1

Uooooogiooon
Article 114
Principles]

[General

Oooooogn
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ooooooooodn
ooooooooodn
oooooogodn
i

If a trademark contain
a geographical indicator ¢
the goods and such goo
do not originate from thg
region indicated by suc
[thereby]

geners

indicator,
the
public, registration will nof

confusing

oooooodooon
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sUOOHoooogoodn
Df Where
dsndicator

a geographics
to b

e protected by this Law, it shall b

is intended
hregistered.

If a trademark contains
almark which is the same as
to

similar a

geographicg
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1. Here paragraph 1 is added
that
ogeographical indicators may be protect

aemphasize only  register

al

Article 114, prohibits the use of a trademark
which contains a mark which is the same as, or
similar to, a geographical indicator on goods
which do not originate from the regions
indicated by such geographic indicator,
thereby confusing the public. This reflects
Article 22.3 of TRIPS.

However, Article 23 of TRIPS provides
additional protection for wine and spirit GI's.
In particular Article 23.2 states that:-

“The registration of a trade mark for wines
\Which contains or consists of a geographical
Sthdication identifying wines or for spirits which

Edontains or consists of a geographical indicat

—

2. The meaning of "geographic

aldentifying spirits shall be refused or invalidate

on
d
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be granted and its use w

be prohibited.
those

Howeve
for

registration has alread

been obtained

faith shall remain in effeci.

which

in goo

lindicator and the goods on whi

originate from the

granted and its use will

been obtained in good faith sh
remain in effect.

,it is designated to be used do 1
regiof
yindicated by such geograph
dindicator, thereby confusing th
public, registration will not bé
b
prohibited. However, those f¢
which registration has alreag

chindicator” in  "trademark contains
n@eographical indicator" in the origin
nLaw is different from the meaning ¢
i¢geographical indicator"in this Law.
eDifferent interpretations may arise if tk
Therefore

Psame name is used.

e'geographical indicator" in the firg

o "place name", and "of the goods"
altieleted.
3. In actual practice, there ex

circumstances in which marks similar
indicators are used
but [the goods] do 1
originate from that area, and this m

geographical
trademarks,
mislead the general public. As a res
provisions on the prohibition of th
registration and use of marks similar
geographical indicators is added.

yrparagraph of the original Law is change

£x officio if a member’s legislation so permits,
LAt the request of an interested party, with resy
)fto such wines or spirits not having this origin

The key difference is that the protection given
nén Article 23.2 is not dependant on consumer
tigenfusion. A similar provision specific to wine
;tand spirits will require to be inserted into the
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rademark Law to make it TRIPS compliant.
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New addition:
Gongshangbiao Zi [2007]

oooooogoooodn
Qoo
Article 122 [Special marks and

the management of their use]
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The State Administration fg
Industry and Commerce sha
promulgate special marks f
geographically indicate
products. Legal users
geographical indicators may u
such marks on geographica
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To standardize the management
geographical indicators and enhance
protection of geographical indicators,
January 24, 2007, the St
Industry  an

Q)

rAdministration  for
allCommerce promulgated the docum
pr'Gong Shang Biao Zi [2007] No. 15
dwhich contains the Rules for th
pfiManagement of Special Marks

Article 122 appears to state that “legal users of
geographical indicators may use such
marks”. Accordingly, it is understood to mean
that their use is at the discretion of the trade
mark user. Foreign GI holders do not object to
this but oppose the compulsory use of Special
Marks on Foreign GI products.

Many foreign GI's imported into China are
luxury goods and the brand owners spend
considerable time and resources on
@feveloping their packaging to appeal to
tfansumers. To force them to include a special
Dnmark in the labelling would adversely affect
the appearance of their products. Other rules
lt(rj“lhready impose a number of compulsory
jlabellimg requirements on these products and
Eiilhere is limited space on the product labels to

'add such a Special Mark.

e
On the other hand, foreign GI holders are not

convinced that a Special Mark will have any

(@]
=

s&eographically Indicated Products
Ithe Design of the Special Marks

indicated products.

Geographically  Indicated Produc

Nekal benefit to consumers: if a trader is
prepared to infringe the GI, it is likely to
infringe the Special Mark too. In particular, the




Special marks should b
used together with geographiq
indicators.

Registrants ¢

geographical indicators shou
carry out supervision of th
activities of the users of speci
marks in their use [of the spec
marks].

For the use of special mar
on non-geographically indicate
products, or use of marks simil
to the special marks, authoriti
for the administration of industr
and commerce at all levels sh
in accordance with the provisiof
of Article 136 (Protection o
special marks) of this Lay
investigate the legal liabilities ¢
the users.

eThe marks are mainly to be manag

fgeographical indicators and legal us
Idhemselves.
amarks of geographical indicators
ahon-geographically
are acts of counterfeiting official mark
k@ind shall be handled according
delevant provisions on special marks.
ar
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y
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ghrinted and used by the registrants| o

ethe same as or similar to the spec

indicated produg

s@enalties for infringing special marks as set

out in Article 136 of the Regulations are less
severe than those imposed for the

Bl&fringement of a Gl itsellf.
Use of marks which are

ial
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